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It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 
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all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 
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Brown Cloth 

Brown Buckram 

Digest (either binding) 
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CALIFORNIA CYANIDE CoMPANY v. AMERICAN CyaNAamip CoMPANY 
United States Court of Customs and Patent Appeals 
May 26, 1930 


Trape-MarKs—OpposiITiIoN—NON-DESCRIPTIVE TERM. 

The word “Citrofume,” used as a trade-mark on insecticides for 
use on citrus fruit trees, held not to be descriptive and hence regis- 
trable. 

Opposirion—“CrTROFUME” anv “Crrrus Dust”’—Non-conruictinc Marks. 

The word “Citrofume,” held not to be confusingly similar to 
“Citrus Dust,” both marks being used on insecticides. 


Appeal from a decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Reversed. 


Dean S. Edmonds and George J. Hesselman, both of New 
York City, and C. M. Fisher, of Washington, D. C., for 
appellant. 

H. C. Bierman, of New York City, for appellee. 


Garrett, J.: AppeHant on June 30, 1926, made application 
for registration in the United States Patent Office of the coined 
word “Citrofume” as a trade-mark for use for fumigants, the prin- 
cipal use of the product being, so we understand, as an insecticide 
for the destruction of insects which infest citrus fruit trees. Use 
of the word as a trade-mark was claimed to have begun in appli- 
cant’s business March 8, 1926. 

Opposition to the application was made by the appellee, Amer- 
ican Cyanamid Company, who alleged that “it believes it would be 
damaged by such registration” and stated its grounds of opposition 
to be: 


“That from a date prior to the date of alleged use of the trade-mark 
sought to be registered, and continuously to the present time, the American 
Cyanamid Company has used the trade-mark ‘Citrus Dust’ in interstate 
commerce for fumigants, and that the trade-mark ‘Citrofume’ is decep- 
tively similar thereto.” 


Upon being required specifically to identify the clause or 
clauses of the Trade-Mark Registration Act upon which it relied, 
opposer pointed out that language of Section 5 which reads: 



























—— 










































































448 TWENTY TRADE-MARK REPORTER 


“That trade-marks . . . . which so nearly resemble a registered or 
known trade-mark owned and in use by another, and appropriated to mer- 
chandise of the same descriptive properties, as to be likely to cause con- 
fusion or mistake in the mind of the public, or to deceive purchasers, shall 
not be registered.” 


No proof was taken in the case, but a stipulation of facts was 
entered into upon which it was agreed that the proceeding be deter- 
mined. The material portions of this stipulation recite that the 
words “Citrus Dust” were adopted and used by opposer (appellee) 
first in 1923 and have been since used on labels applied to material 
sold for fumigation; that labels bearing the words “Aero Brand 
Citrus Dust” and “Cyanogas Citrus Dust,” respectively, have been 
used on such materials; that the material is in powder form and 
used in the fumigation of citrus trees; that the product of applicant 
(appellant) is in powder form and has the same use; that the prod- 
ucts are used in the same territory; that the term “Citrofume” was 
coined and adopted by applicant in the latter part of the year 1925 
and applied to shipments of its products on January 27, 1926, and 
March 6, 1926, being at first applied by means of a stencil and 
later by printed labels; that there has been wide use of the terms 
“Citrofume” and “Citrus Dust,” respectively, by the respective 
parties, in the citrus fruit region of the United States and in cer- 
tain foreign countries; that the advertising of opposer and appel- 
lant has been extensive and the sales of their respective products 
iarge. 

It was also stipulated that an article entitled “Fumigation 
Checks Aphis” by a salesman of appellee might be introduced into 
the record. Also that two certain persons, if called, would testify 
that “the term ‘Citrofume’ was coined and adopted by the appli- 
cant, California Cyanide Company, as a trade-mark for its product 
because of the fact that it suggests a fumigant especially adapted 
for the fumigation of citrus trees.” 

Paragraph 7 of the stipulation reads: 

“The material designated ‘Citrus Dust’ by American Cyanamid Com- 


pany and the material designated ‘Citrofume’ by California Cyanide Com- 


pany are goods of the same descriptive properties within the meaning of 
the trade-mark law.” 
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It appears that the words “Citrus Dust,” standing alone, have 
not been registered by appellee, but that they have been used as 
the stipulation recites, and there is one registration in the record 
which contains the words along with the word “cyanogas.” Ap- 
pellee does not, however, rely upon registration but upon prior use 
of the words in the manner recited in the stipulation. 

The Examiner of Interferences held that there could be no 
confusion in trade growing out of the use of the respective words, 
saying: 


“Confusion in trade is obviously impossible unless both symbols per- 
form the function of indicating origin.” 


He further held that as used by the opposer the words “Citrus 
Dust” perform the function of descriptiveness and, expressing the 
belief that this right would not be restricted by the exclusive use 
of the notation “Citrofume,” dismissed the opposition and adjudged 
appellant entitled to the registration sought. 

The Commissioner of Patents, upon appeal, took the view that 
the word “Citrofume’’ under the facts recited in the record, “also, 
would be descriptive of the goods,” and reversed the decision of the 
Examiner. The decision of the Commissioner rested solely upon 
the ground that applicant’s mark was descriptive of the opposer’s 
goods and said: 

“With this view of the question at issue, it seems unnecessary to pass 
upon the question as to whether the mark ‘Citrofume’ so nearly resembles 
the opposer’s mark ‘Citrus Dust’ as to be likely to cause confusion or mis- 
take in the mind of the public.” 

Before us both parties contend that their respective marks are 
not descriptive in the sense of the statute. 

It is the insistence of appellee that although the term “Citrus 
Dust” is not descriptive, nevertheless appellant’s word “Citrofume”’ 
so nearly resembles “Citrus Dust” as that its application to the mer- 
chandise, which we think is correctly described as being in fact and 


in law “of the same descriptive properties,’ is likely to cause con- 
fusion. 
Appellant insists in its brief that appellee’s words “Citrus 


Dust” are descriptive, but that “Citrofume” is not, and that there 
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is not such a resemblance as to cause confusion and so render the 
word non-registrable, under the statute. 

We find ourselves unable to concur with the view taken by the 
Commissioner that the word “Citrofume”’ is descriptive of the goods 
or of the character or quality of the goods with which it is used. 
It is not a dictionary word, but was coined by appellant. It has 
no common meaning. It had no meaning whatever—indeed it did 
not exist—until applied to the product in question. It was not 
found in either common or trade language. 

Since its application to the goods of appellant the word has 
doubtless come to have a trade meaning. That is one trade-mark 
purpose. By reason of its use it may now have a common meaning 
in the sections where commonly used, but it was not, to our minds, 
descriptive of the goods in their quality or character at the time 
of its adoption by appellant. 

Standing alone and without the explanation given in the stipu- 
lation, the first impression which many would derive as to the mean- 
ing of the word probably would be that of a product made from a 
citrus ingredient, rather than of something to be applied to a citrus 
tree. 

At most, we think the word is nothing more than suggestive 
as to the nature of the goods upon the label of which it is applied, 
and the law recognizes a decided distinction between suggestiveness 
and descriptiveness. Vide B. Altman & Co., 7 T.-M. Rep. 560. In 
that case the Commissioner of Patents very aptly said: 

“It may be remarked further that not only have trade-marks been 
designed for suggestiveness since ancient times, certainly antedating all 
Anglo-Saxon trade-mark laws, but that the growing modern habit of using 
suggestive marks almost universally is based on sound reasons of public 
policy; the multiplication of goods and makers of similar goods, and the 
ease and wide extent of shipping goods to distant markets, makes it neces- 
sary that the public be assisted to fix the a.urk in mind and remember it, 
by an association of ideas.” 

In United Lace § Braid Mfg. Co. v. Barthels Mfg. Co., 221 F 
456, 461 (D. C. E. D. New York, 1915 [5 T.-M. Rep. 473]), the 
court said: 


“Every good trade-mark is suggestive; once seen or heard, its asso- 
ciation with the product is readily fixed in the mind. If there were no 
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association of ideas between the two, it would require an independent 
effort of memory to recall the connection. It is not necessary to the validity 
of a trade-name that it should be utterly devoid of aptitude. It is enough 
that it leaves open to every one all words that are really descriptive.” 

Difficulties are often encountered in determining where sug- 
gestiveness ends and descriptiveness begins, in the sense of the 
trade-mark laws, and it probably would not be possible to lay down 
a rule which would determine all cases, except in a most arbitrary 
manner. In any event, we shall not attempt to do so here. It 
seems sufficient to say that, for the reasons stated, we do not regard 
“Citrofume” as being descriptive in the sense of the statute under 
which this proceeding is brought. 

We do not deem it necessary to determine whether appellee’s 
words “Citrus Dust” are descriptive or not. There is no challenge 
to appellee’s right to their use, as they have been used and no ques- 
tion concerning the right of use or registration of them is before us. 

Appellee’s use of “Citrus Dust” antedated appellant’s adop- 
tion and use of “Citrofume” by some two and a half years. It is 
not necessary that one claiming use of a mark shall have that mark 
registered in order to oppose registration of another mark alleged 
to be non-registrable under the statute. 

In Section 6 of the Trade-Mark Act, it is provided: 
Any person who believes he would be damaged by the regis- 


tration ‘of a mark may oppose the | same by filing notice of opposition, 
stating the grounds therefor, .... 


. 


Conceding appellee’s right to use the words “Citrus Dust” 
and to oppose appellant’s application for registration in the instant 
proceeding, the remaining question to be determined is whether 
“Citrofume” bears such a resemblance to “Citrus Dust’”’ as to cause 
confusion when applied to goods of the same descriptive properties. 

We do not think it should be so held. The words have no 
similarity of sound when pronounced and no particular similarity 
of appearance when printed. One term consists of two common 
words; the other of one coined word, and the one word is not made 
up of syllables which cause it to look or sound like the two-word 
term. The concluding syllable “fume” of appellant’s coined word 
has nothing in common in appearance or sound with “dust.” The 
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ordinary meaning of the one differs from the ordinary meaning of 
the other. They are not synonyms in their customary usage. The 
first four letters of appellee’s first word, “Citr,’ are the same as 
the first four letters of appellant’s word, but these do not constitute 
dominating features in any trade-mark sense in either term. The 
coined word is not so made up as to cause it to resemble the nor- 
mally spelled and pronounced term. 

It is true that the stipulation justifies the finding that appel- 
lant coined and adopted the word “Citrofume’”’ because it “suggests 
a fumigant especially adapted for the fumigation of citrus trees,” 
and appellee argues that this is an admission of similarity by ap- 
pellant because it stipulated to this effect. 

It does not seem to us to be an admission that the words are 
similar or that they resemble. It is an admission that ‘“Citrofume”’ 
suggests a product which, it appears, is used for the same purpose 
as that for which the product labelled “Citrus Dust” is used, but 
this does not mean that the words themselves are stipulated to be 
alike, and it is the resemblance, or lack of resemblance, of the 
marks, not the use of the products which they label, with which we 
are here immediately concerned. 

We do not regard “Citrofume” as being descriptive in the 
sense of the statute, nor do we think “Citrofume” and “Citrus 
Dust” are conflicting or confusingly similar. 

The decision of the Commissioner is reversed and appellant 
will be granted the registration sought. 


Bianp and Hartrie.p, JJ., dissent. 


Civett, Peasopy & Co., Inc. v. Samuet Hartoaensts 
(Arrow Emblem Co., Inc., Substituted) 


United States Court of Customs and Patent Appeals 
May 26, 1930 
Trape-Marxks—CaNncEeLLATION—DEFENSE OF LACHES. 


Laches cannot be considered as a defense in a suit to cancel a 
trade-mark registration, inasmuch as the statute provides that such 
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action may be begun at any time by one who believes himself damaged 
by the registration. 
CANCELLATION—Goops or Same Descriptive Properties. 
Color buttons held to be of the same descriptive properties as 
collars and shirts. 
Appeal from a decision of the Commissioner of Patents dis- 
missing petition for the cancellation of a trade-mark. Reversed. 


For Commissioner’s decision, see 19 T.-M. Rep. 31. 


Odin Roberts, of Boston, Mass., A. V. Cushman and J. J. 
Darby, both of Washington, D. C., for appellant. 
Conway P. Coe, of Washington, D. C., for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents dismissing the petition of appellant for the 
cancellation of a trade-mark registered by appellee, and refusing 
cancellation thereof. 

Appellee, through its predecessor in business, was granted 
registration on April 8, 1913, No. 90988, of a trade-mark com- 
prising the word “Arrow” and the representation of an arrow 
piercing the letters of the word, used upon collar buttons, plated 
with precious metal in Class 28, jewelry and precious metalware. 

Appellant claims adoption and use of substantially the same 
mark upon collars, shirts, and some other articles of men’s wear 
from a date long prior to the entrance of appellee and its prede- 
cessor into the field. It has obtained various registrations for its 
mark, used upon those articles. It is conceded that it has no regis- 
tration of said mark, used upon collar buttons. 

The issues before us are fairly presented by the following 
quotation from the Commissioner’s decision: 

“While there is some difference of view between the parties here in- 
volved as to the earliest date the petitioner first adopted and used its mark 
yet there is no controversy regarding the fact that the registrant first 
adopted and used its mark many years subsequent to the adoption and use 
of the mark by the petitioner. Since the marks are substantially identical 
and the goods upon which such marks are used would readily be known 
and called for as ‘Arrow goods,’ the question here to be considered is con- 
fined to that of the goods themselves and whether they constitute ‘mer- 
chandise of the same descriptive properties.’ 


“The law is well settled that if the goods do not possess the same de- 
scriptive properties, registration of the same mark to different parties is 
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proper. Johnson Educator Food Company v. Sylvanus Smith & Co., Inc., 
175 O. G. 268, 37 App. D. C. 107 [2 T.-M. Rep. 90]; Vacuwwm Oil Company 
v. Gargoyle Textile Corporation, 307 O. G. 235, 52 App. D. C. 268 [13 T.-M. 
Rep. 134; 285 Fed. 1002]. On the other hand, it is equally established that 
if the goods do possess the same descriptive properties, the Statute, Sec. 
5 (b), Act of February 20, 1905, as amended, bars registration to the new- 
comer. 

“Both parties have taken testimony and that presented on behalf of 
petitioner establishes that it has conducted a business in its goods under 
its trade-name of most gigantic proportions; that it has spent upwards 
of $12,000,000 in advertising and its sales have reached approximately 
62,000,000 collars and 5,000,000 shirts per year, and is, in consequence, in 
possession of an enormously valuable good will as an asset to its business. 

“It is satisfactorily shown that the registrant and its predecessor in 
business have been using the trade-mark for upwards of sixteen years in 
connection with the sale of its goods without disturbance from petitioner. 
It is in evidence that some eight years ago the registrant addressed a com- 
munication to the vice-president of the petitioner company seeking infor- 
mation regarding a former customer of the latter and that a reply was 
sent to the registrant from the petitioner. In consequence, the latter was 
necessarily aware of the business conducted by the registrant even if, as 
contended by petitioner, it had not previously known of the registrant’s 
use of the mark upon collar buttons. It would seem in view of the location 
of the business houses of both parties that the petitioner would be quite 
likely, through its many employees, selling agents, and customers, to have 
been aware for some years of the registrant’s use of the mark.” 


There are but two questions before us for decision: 


“1. Do the goods upon which the marks of the parties are used have 
the same ‘descriptive properties’? 

“2. If the answer be in the affirmative, has appellant lost the right of 
cancellation through laches?” 


Appellant contends that the goods upon which the marks are 
used are of the same descriptive properties; that laches is not a 
defense in a cancellation proceeding, and that in any event laches 
is not shown by the evidence in the case. 

The Commissioner held in effect that the goods upon which 
the marks are used are not of the same descriptive properties and, 
in concluding his opinion, said: 

“The determination of this case has not been without difficulty. While 
mindful of the rule that doubts must be resolved against the newcomer, 
yet the long years that have lapsed during which the registrant has built 
up its trade and obtained possession of a certain valuable good will in con- 
nection with its business, which it appears to have secured without inter- 


ference or objection during such period by petitioner, all lead to the con- 
clusion that the registration should not at this late date be cancelled.” 
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The first question to be determined is whether the goods upon 
which the marks of the parties are used have the same descriptive 
properties. 

The question of the interpretation of the phrase “same de- 
scriptive properties” has recently been exhaustively considered by 
this court. In the case of The B. F. Goodrich Company v. Clive E. 
Hockmeyer, 17 C. C. P. A. [20 T.-M. Rep. 205], referring to Sec- 
tion 5 of the Act of February 20, 1905, as amended, we said: 


“ . the language ‘same descriptive properties’ contained in the 
first proviso was intended by the Congress to relate to goods of the same 
general class; that such language was not intended to be more or less com- 
prehensive than the term ‘class’ used in the first part of the section; that 
the language of the first proviso was intended to state the converse of the 
mandates of the first part of the section, namely, that a mark by which 
the goods of the owner of the mark may not be a from other 
goods of the same class shall not be registered; ‘ 


In the case of California Packing Corporation v. Tillman & 
Bendel, Inc., 17 C. C. P. A. [20 T.-M. Rep. 205], this court, in 
its discussion of the words “merchandise of the same descriptive 


properties,” said: 


ms . the meaning of the phrase ‘merchandise of the same descrip- 
tive properties’ must not only be ascertained in the light of the use of the 
words ‘goods of the same class,’ in the first part of section 5 and the words 
of ‘substantially the same descriptive properties’ in section 16 of the trade- 
mark act, but must also be construed in connection with the predominant 
phrase of the provision ‘as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers,’ and the predominant word 
‘distinguished’ in the first part of the section.” 


Following the construction of the phrase “merchandise of the 
same descriptive properties” declared by this court in the above 
cited cases, we have no hesitation in holding that the shirts and 
collars, upon which the mark of appellant is used, and the collar 
buttons, upon which the mark of appellee is used, are goods of the 
same descriptive properties. They are used together, and the evi- 
dence shows that they are sold at retail to a very large degree in 
the same stores, by the same clerks over the same counters, and to 
the same general class of customers. They clearly belong to the 
same general class of men’s wear. A purchaser of shirts and 
collars bearing the trade-mark of appellant, and of collar buttons 
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bearing the trade-mark of appellee, would naturally conclude that 
all had the same origin. 

Appellant has established use and registration of its trade- 
mark long prior to use of and registration by appellee of its trade- 
mark, which is substantially identical with appellant’s mark. 

It follows that the Commissioner erred in refusing to cancel 
appellee’s mark unless appellant’s rights to cancellation have been 
lost by laches. 

The first inquiry upon this point is whether cancellation of 
appellee’s mark may be denied upon the ground of delay of appel- 
lant in asserting its rights, amounting to laches, assuming such 
laches is proven. 

It must be remembered that this is a purely statutory proceed- 
ing. Section 13 of the Trade-Mark Act reads as follows: 

“Sec. 18. That whenever any person shall deem himself injured by 
the registration of a trade-mark in the Patent Office, he may at any time 
apply to the Commissioner of Patents to cancel the registration thereof. 
The commissioner shall refer such application to the examiner in charge 
of interferences, who is empowered to hear and determine this question 
and who shall give notice thereof to the registrant. If it appear after a 
hearing before the examiner that the registrant was not entitled to the use 
of the mark at the date of his application for registration thereof, or that 
the mark is not used by the registrant, or has been abandoned, and the 


examiner shall so decide, the commissioner shall cancel the registration. 


Appeal may be taken to the commissioner in person from the decision of 
the examiner of interferences.” 


It will be observed that the language is “That whenever any 
person shall deem himself injured by the registration of a trade- 
mark in the Patent Office, he may at any time apply to the Com- 
missioner of Patents to cancel the registration thereof.” (Italics 
ours.) We think that the use of the words “at any time” excludes 
the defense of laches in a cancellation proceeding instituted under 
the provisions of the section. 

An examination of some of the decisions of the United States 
Supreme Court upon the subject of trade-marks, rendered prior 
to the enactment of the Trade-Mark Act of 1905, furnishes, we 


think, the reason for the inclusion of the words “at any time” in 
said Section 13. 
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McLean v. Fleming, 96 U. S. 245, was a trade-mark infringe- 
ment case; laches and acquiescence were proved, but nevertheless 
the court affirmed a decree granting an injunction against further 
use of the mark by the defendant, although holding that on account 
of such laches plaintiff was not entitled to an accounting for profits. 
The court said: 


“Acquiescence of long standing is proved in this case, and inexcusable 
laches in seeking redress, which show beyond all doubt that the complain- 
ant was not entitled to an account nor to a decree for gains or profits; but 
infringement having been proven, showing that the injunction was properly 
ordered, he is entitled to the costs in the Circuit Court; .. . 

“Decree as to the injunction and costs in the Circuit Court will be af- 
firmed, . .-.-.” ! 


In the case of Menendez v. Holt, 128 U. S. 514 (9 S. Ct. Rep. 
143) which was also a trade-mark infringement case, the court 
affirmed its ruling in McLean v. Fleming, supra, stating: 


“Counsel in conclusion earnestly contends that whatever rights ap- 
pellees may have had were lost by laches; and the desire is intimated that 
we should reconsider McLean v. Fleming, 96 U. S. 245, so far as it was 
therein stated that even though a complainant were guilty of such delay 
in seeking relief upon infringement as to preclude him from obtaining an 
account of gains and profits, yet, if he were otherwise so entitled, an in- 
junction against future infringement might properly be awarded. We see 
no reason to modify this general proposition, and we do not find in the 
facts as disclosed by the record before us anything to justify us in treat- 
ing this case as an exception. 

“The intentional use of another’s trade-mark is a fraud; and when the 
excuse is that the owner permitted such use, that excuse is disposed of by 
affirmative action to put a stop to it. Persistence then in the use is not 
innocent; and the wrong is a continuing one, demanding restraint by judi- 
cial interposition when properly invoked. Mere delay or acquiescence can- 
not defeat the remedy by injunction in support of the legal right, unless 
it has been continued so long and under such circumstances as to defeat 
the right itself. Hence, upon an application to stay waste, relief will not 
be refused on the ground that, as the defendant had been allowed to cut 
down half of the trees upon the complaintant’s land, he had acquired, by 
that negligence, the right to cut down the remainder, Attorney General v. 
Eastlake, 11 Hare, 205; nor will the issue of an injunction against the in- 
fringement of a trade-mark be denied on the ground that mere procrasti- 
nation in seeking redress for depredations had deprived the true proprie- 
tor of his legal right. Fullwood v. Fullwood, 9 Ch. D. 176. Acquiescence 
to avail must be such as to create a new right in the defendant. Rodgers 
v. Nowill, 3 De G., M. & G. 614. Where consent by the owner to the use 
of his trade-mark by another is to be inferred from his knowledge and 
silence merely, ‘it lasts no longer than the silence from which it springs; 
it is, in reality, no more than a revocable license.’ Duer, J., Amoskeag Mfg. 





458 TWENTY TRADE-MARK REPORTER 


Co. v. Spear, 2 Sandford (N. Y.) 599; Julian v. Hoosier Drill Co., 78 
Indiana 408; Taylor v. Carpenter, 3 Story 458; S. C. 2 Woodb. & Min. 1.” 


In the case of Sazlehner v. Eisner § Mendelson Co., 179 U. S. 
19 (21 S. Ct. Rep. 7), the court cited with approval the opinions 
of the court upon this point in the cases above cited. 

All of these cases were decided prior to the enactment of said 
Section 13 of the Trade-Mark Act of 1905, and the fact that the 
Supreme Court has uniformly held that, as a general rule, laches 
would not be a bar to the granting of an injunction against future 
infringements of a trade-mark, but only to an accounting for past 
profits, furnishes, we think, the reason for the inclusion of the 
words “at any time” in said Section 13. 

It will be observed from an examination of said Section 13 
that the object of the cancellation proceeding is to determine 
whether the registrant was entitled to the use of the mark at the 
date of his application, or, if so entitled, whether it is used by him 
or has been abandoned. We hold that the section provides that 
the proceedings may be brought at any time for the determination 
of these questions by one who deems himself injured by the regis- 
tration of the mark, and that laches upon the part of the applicant 
is not a bar to the bringing of the proceeding provided for by the 
section. 

The case of Hanover Star Milling Co. v. Metcalf, 240 U. S. 
403 [6 T.-M. Rep. 149; 36 S. Ct. Rep. 357], also a trade-mark 
infringement case, was decided in 1915, long after the enactment 
of the Trade-Mark Act of 1905, but in that case the cases of Mc- 
Lean v. Fleming, supra, and Menendez v. Holt, supra, were cited 
with approval. The court said: 

“As to laches and acquiescence, it has been repeatedly held, in cases 
where defendants acted fraudulently or with knowledge of plaintiff’s rights, 


that relief by injunction would be accorded although an accounting of 
profits should be denied.” 


We would observe in this connection that were it necessary 
to our decision, we should hold from the evidence in the case that 
appellee at the time of its registration had knowledge of the prior 
use by appellant of the trade-mark in question upon collars and 
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shirts. The record shows that the original application of appellee 
was for registration of the mark in question “in Class 40, fancy 
goods, furnishings and notions.” This was refused by the Exam- 
iner upon four registrations of appellant of its trade-mark here in 
question. Appellee thereupon amended its application, striking 
out the said words above quoted and substituting therefor the words 
“plated with precious metal, in Class 28, jewelry and precious 
metal ware.” Notice of appellant’s mark was thus brought directly 


to appellee prior to the granting of its application by the Patent 
Office. 


We think it appropriate to say in this connection that this 
opinion should not be construed as implying that affirmative acts 
of a prior owner and user of a trade-mark, relied upon by a regis- 
trant to his injury, would not be a bar to the right of cancellation 
in a proceeding under said Section 13. We go no further than to 
hold that in view of the express language of the section mere laches 
is not such a bar, and nothing more than laches is claimed in the 
case at bar. 

The trade-marks of the parties are substantially identical; they 
are appropriated to merchandise of the same descriptive proper- 
ties; appellant is the owner and user of the mark in question and 
was such owner and user at the date of appellee’s registration. It 
was, therefore, the duty of the Commissioner to cancel such regis- 
tration. 


The decision of the Commissioner of Patents is reversed. 


Postum CrerREAL Company v. Enzo Jet Company 
United States Court of Customs and Patent Appeals 
June 4, 1980 


Trape-Marxs—Opposirion—“Enzo Jew” ann “Jert-O”—Non-coNFLICTING 
Marks. 
The name “Enzo Jel,” held not to be deceptively similar to 
“Jell-O,” both marks being used on jelly powders. 





460 TWENTY TRADE-MARK REPORTER 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commission- 
er’s decision, see 19 T. M. Rep. 37. 


Edward §. Rogers and James L. Norris, both of Chicago, IIl., 
for appellant. 

Mason, Fenwick § Lawrence (Edward T. Fenwick, Edward 
G. Fenwick and Charles R. Fenwick, of counsel), all of 
Washington, D. C., for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents af- 
firming the decision of the Examiner of Interferences dismissing the 
notice of opposition and holding that appellee was entitled to the 
registration of its composite trade-mark, the dominant features of 
which are the words “Enzo Jel,” for use on jelly powders. 

It appears from the record that the goods of the parties are 
used for making jelly-like desserts; that they possess the same 
descriptive properties; that appellant and its predecessors have 
used the registered mark “Jell-O” on jelly powders for many years 
prior to any use by appellee of its trade-mark; that appellant and 
its predecessors have expended large sums of money in advertising 
appellant’s registered mark, and have sold enormous quantities of 
jelly powders in packages on which appeared the trade-mark 
“Jell-O” ; and that the goods of the parties are sold in rather small 
and somewhat similar packages in grocery and other stores to the 
consuming public. 


The record contains many trade-marks registered by others 
for use on goods possessing the same descriptive properties as the 
goods here involved. Among them are the following: ‘“Fruit-O- 
Jel,” “Advo Jel,” “Nu-Jell,” “Easy Jell,” etc. 

It appears from the record that John F. Enz, appellee’s pred- 
ecessor, had used the mark “Enzo” for evaporated milk and other 
products; and that, after he sold his so-called milk business, he 
engaged in the business of manufacturing jelly powders, and on 
April 9, 1926, adopted and used the mark “Enzo Jel” on jelly 
powders. 
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It is contended by appellant that “appellee has appropriated 
its valuable trade-mark ‘Jell-O’ and has merely reversed it in 
‘Enzo Jel.’ ‘O Jel’ is ‘Jell-O’ backwards”; and that the use by 
appellee of its trade-mark will be likely to cause confusion in the 
trade and deceive purchasers. Indeed, it is contended that con- 
fusion has already occurred as a result of the use by appellee of its 
mark. 

The decision of the Commissioner of Patents is concluded with 
the following observations: 


“There is no similarity between the two marks either as to appear- 
ance, sound or suggestion, except as to the word ‘Jel’ or ‘Jell’ which is 
descriptive and as such not registrable. It appears from the record that 
there are many trade-names for jelly powders in which the word “Jell” 
forms a part of the name. 

“The controlling part of the applicant’s mark is the word ‘Enzo,’ de- 
rived from the applicant’s surname Enz, to which is added the suffix O. 
There is nothing in the opposer’s mark which corresponds in any particu- 
lar to the applicant’s surname.” 


In the case of The Apex Electrical Manufacturing Company v. 
Landers, Frary § Clark, 19 C. C. P. A. , 88 F (2d) [20 
T.-M. Rep. 821], this court, in an opinion by Graham, P. J., said: 





“In our opinion, there has been too much refinement of reasoning by 
both the Patent Office and counsel in some of these cases in the attempted 
dissection of words used as trade-names. 

* « * * « 


“In considering whether a trade-name will be confusing or not, con- 
sideration should be given to the whole word.” 
The quoted language is particularly applicable to the issues, and 
to the contentions of counsel for appellant, in the case at bar. 

We cannot accept the views of counsel for appellant that the 
mark “Enzo Jel” is merely the mark “Jell-O” reversed. On the 
contrary, the marks are quite different in appearance and sound. 
They do not suggest that the goods on which they are used have a 
common origin. Accordingly, in our opinion, their use on goods of 
the same descriptive properties will not be likely to cause confusion 
or deceit in the trade. 

We are in accord with the conclusion reached by the Commis- 
sioner of Patents, and his decision is affirmed. 
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Annie M. Matone v. Morris Max Horowitz 


United States Court of Customs and Patents Appeals 


June 4, 1930 


Trape-Marxs—Opposirion—“Mo1o” anp “Poro”—ConFuicTtine Marks. 
The word “Molo” held to be confusingly similar to “Poro,” both 
marks being used on toilet preparations. 


Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commission- 
er’s decision, see 18 T.-M. Rep. 506. 


John D. Rippey and Lawrence C. Kingsland, both of St. Louis, 
Mo., for appellant. 
Arthur F. Larabee, of Los Angeles, Calif., for appellee. 


Buanp, J.: Annie M. Malone, doing business under the style 
and name of Poro College, of St. Louis, Mo., filed opposition pro- 
ceedings in the Patent Office against the issuance of a trade-mark 
to Morris Max Horowitz. From concurring decisions by the 
Examiner of Interferences and the Commissioner of Patents dis- 
missing the opposition and adjudging the applicant entitled to reg- 
istration, the opposer, appellant, has appealed to this court. 

The mark sought to be registered by Horowitz consists of the 
word “Molo” to be applied, according to the substitute statement 
and declaration of applicant, to goods used for mouth wash, breath 
purifier, throat gargle and general antiseptic. Appellee’s use of 
the word “Molo” began in the year 1923. The specimens submitted 
and the argument in appellee’s brief would indicate that the mouth 
wash, breath purifier, throat gargle and general antiseptic is one 
preparation used for the four purposes. Throughout the record it 
is referred to as “mouth wash” or “mouth lotion.” The word “Molo” 
is said to have originated from the first two letters of the two words 
“mouth” and “lotion.” The preparation is sold in drug stores and 
the package containing it has the following printed notations there- 
on: 
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“For the treatment of pyorrhea, spongy or bleeding gums, or any 
infection of the mouth. As a daily mouth wash it keeps the gums firm 
and healthy and breath pure and sweet. 


* * * a * 


“Iodine antiseptic produces decided results in treatment of tonsillitis, 
sore throat, nasal catarrh, cuts and burns—and in all places where a deo- 
dorant or healing agent is indicated.” 


The opposer, appellant, is the owner of the trade-mark “Poro,” 
which was registered in 1907. It is believed that the word is sug- 
gestive of the word “pore.” The “Poro” preparations are manu- 
factured, advertised and sold by the Poro College at St. Louis, Mo., 
which institution is owned and operated by appellant, Annie M. 
Malone. The record discloses that her preparations consist of 
what she refers to in her advertisements as hair and toilet goods 
and are used in beauty culture. They consist of body deodorants, 
cold creams, vanishing creams, shampoos, temple growers, hair 
growers, pressing oil, skin and scalp soap, lip rouge, face powder, 
toilet water and perfume. The Poro College sells its goods exclu- 
sively by women agents and the goods are never distributed through 
druggists or other store keepers. 

That the goods are not identical is at once apparent, but they 
have common characteristics which, in our judgment, brings them 
into the same class. While the goods of appellant are not sold in 
stores as are the goods of appellee, this fact can make no difference 
in our consideration of the case, since appellant could at any time 
change her trade practice in this regard. We think there are such 
attributes of similarity in the inherent characteristics of the goods 
and such similarity in their use and in the manner in which such 
goods are ordinarily sold and handled as to bring them within the 
term “merchandise of the same descriptive properties.”” California 
Packing Corporation v. Tillman & Bendel, Inc., 18 C. C. P. A. . 
394 O. G. 789 [20 T.-M. Rep. 238]; B. F. Goodrich Co. v. Clive 
E. Hockmeyer et al., 18 C. C. P. A. ——, 394 O. G. 795 [20 T.-M. 
Rep. 205]. 

The words “Poro” and “Molo” are quite similar in sound and 





appearance, and if applied to goods which were identical, there 
would be no doubt but that confusion would result from the regis- 
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tration of both words as trade-marks. The fact that the goods are 
not identical makes the issue before us a close one. We think, how- 
ever, that the use of the trade-mark “Molo” in the manner hereto- 
fore set out would be likely to cause confusion or mistake in the 
mind of the public and would be likely to deceive purchasers. At 
least there is a reasonable doubt as to whether such use would be 
free from such confusion and under the well-settled trade-mark 
rule such doubt must be resolved against the newcomer. The new- 
comer has a wide choice from which to select without entering the 
field of one whose business is well known and well established. 
Kassman & Kessner, Inc. v. Rosenberg Bros. § Co., 56 App. D. C. 
109, 10 F (2d) 904 [16 T.-M. Rep. 131]. 

The decision of the Commissioner of Patents is reversed. 


H. G. MacEacuen v. Tar Propucts CorPoraTion 
United States Court of Customs and Patent Appeals 
June 4 1930 


Trape-Marxs—Opposirion—ConrFvustnc ReseEMBLANCE—DeEreNse—TEsT OF 

Prior RecisterED Marks. 

In an opposition proceeding an applicant may not rely on prior 
registrations of marks resembling his and opposer’s as a complete 
defense to the opposition, as the public interest must be preserved. 
Marks that may be the cause of confusion should be rejected, regard- 
less of the evidence of prior registrations. 

Oprosirion—“Hexcme” anv “Hexo.”—Conruictine Marks. 

The word “Hexol” held to be confusingly similar to “Hexcide,” 

both marks being used on pharmaceutical preparations. 


Appeal from a decision of the Commissioner of Patents sus- 


taining a trade-mark opposition. Affirmed. For the Commissioner- 
er's decision, see 18 T.-M. Rep. 500. 


Albert L. Jacobs (Eugene E. Stevens, of counsel), for appel- 
lant. 

Louis A. Jones (Amasa M. Holcombe, of counsel), for appel- 

lee. 
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Garrett, J.: Appellant, MacEachen, on December 13, 1926, 
filed application No. 241,420 for registration of the word ‘Hexol”’ 
as a trade-mark for disinfectants, the product being in Patent Of- 
fice Class 6, “Chemicals, Medicines and Pharmaceutical Prepara- 
tions.’ Continuous use was alleged since September 2, 1926. 

On December 31, 1926, the Examiner in the Patent Office 
rejected the application “in view of registered trade-mark No. 
217,100, Tar Products Corporation, Providence and East Provi- 
dence, R. I., August 24, 1926.” 

Thereupon applicant on February 3, 1927, filed application for 
reconsideration. 

On March 17, 1927, appellee, Tar Products Corporation, filed 
notice of opposition, alleging, among other things, that it (appel- 
lee) had for many years been engaged in the sale of a varied line 
of goods, including products in class 6; that among these were dis- 
infectants “which opposer has sold under the trade-marks Hex 
and Hexcide prior to September 2, 1926’; that the word “Hex” 
was registered as a trade-mark by opposer August 24, 1926, by 
Registration No. 217,100, and the word “Hexcide” on July 14, 
1925, by Registration No. 200,938, and that it was believed regis- 
tration of “Hexol” by applicant would result in serious confusion 
in the trade, “with great and irreparable damage to opposer's long- 
established business in the sale of disinfectants and other goods in 
class 6.” 

Applicant made answer in which the registrations of “Hex” 
and “Hexcide” by opposer were admitted, and general denial was 
made of the other allegations in the notice of opposition. 

In its answer applicant alleged that “the word ‘Hex’ alone, 
which constitutes the only similarity, if any, between applicant’s 
trade-mark and the alleged trade-marks set forth in the notice of 
opposition, has been so commonly used in connection with trade- 
marks for pharmaceutical and medicinal preparations that it is not 
subject to exclusive appropriation for such goods by the opposer 
or any one” and that it has been registered “in many separate and 
distinct registrations’ for such goods by persons other than op- 
poser. A list of registrations of words of which “Hex” forms the 
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first syllable is given. All of these are alleged to have been regis- 


tered prior to the registration by appellee of “Hex” and “Hex- 
cide.” 

No proof was taken in the case. 

The record does not disclose any formal written action by an 
examiner other than that of Examiner McCracken, noted supra, as 
having occurred on December 31, 1926, until January 21, 1928, 
when the Examiner of Interferences rendered his decision. His 
opinion recites: 


“Since the final hearing the examiner of trade-marks has orally in- 
formed the examiner of interferences that he is of the opinion that no error 
was made by him in passing this application to publication. The practice 
requires that the latter resolve all reasonable doubt in favor of the prior 
user (Ex parte Connor & Co., 293 O. G. 878; 1921 C. C. 97 [12 T.-M. Rep. 
73]). 

“The circumstances set forth above, together with the fact that the 
examiner of interferences is believed to merely have concurrent jurisdic- 
tion with the examiner of trade-marks to determine the ‘right of registra- 
tion,’ requires that the conclusion of the examiner of trade-marks should 
be adopted as correct by the examiner of interferences unless clear error 
therein is perceived. No such error is perceived by the examiner of inter- 
ferences, who believes that confusion in trade would not be likely.” 


The case was then appealed to the Commissioner and decided 
by him August 13, 1928. He reversed the examiner and sustained 
the opposition in an opinion wherein he said in part: 


“It would seem the opposer was permitted to register this notation 
‘hex’ long after the other marks were used including as portions of them 
this same syllable, because the opposer applied the mark to goods pos- 
sessing different characteristics. The applicant proposes to apply the 
mark which includes that of the opposer in its entirety with the additional 
letters ‘ol’ to goods possessing the identical descriptive properties. It 
would seem confusion in trade would be probable and there being at least 
a grave doubt, this should be, following the usual practice, resolved against 
the newcomer. 

“In view of the number of prior registrations of marks including the 
letters ‘hex,’ it is not believed confusion would arise in trade if the appli- 
cant’s mark and the opposer’s mark ‘Hexcide’ appeared upon the goods of 
the respective parties in the same market.” 


The appeal was then taken which brings the matter before us. 

We find ourselves somewhat out of accord with the Assistant 
Commissioner’s reasoning. 

“Hex” is a dictionary term, meaning, literally, six. It is de- 
rived from, or rather it is, the Greek word composed of the Greek 
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letters or characters e, (Epsilon and Xi). The New English Dic- 
tionary (Oxford) is authority for the statement that in Greek it 
was not used in combinations, except as standing for e, , a (Epsilon, 
Xi, Alpha)—pronounced Hexa—before a vowel, “but used as a 
combining element in modern formation, chiefly in chemistry (where 
Hexa is more regular), in sense ‘containing six atoms, or molecules 
of the radical or substance’; as hexbenzoate, hexbromide,” etc. 

In the Standard and other dictionaries, as well as in the chemi- 
cal authorities, there are many words beginning with the syllable 
“Hexa” and each of these words seems to have associated with it 
the idea conveyed by the word or number “six.” 

It is noted that the Assistant Commissioner’s decision upon the 
issue between “Hex” and “Hexol” is predicated wholly upon ap- 
pellee having acquired registration of the word “Hex.” He says: 
“If this registration be given any weight or consideration at all, 
then the applicant has incorporated this entire trade-mark of the 
opposer in his mark and has merely added thereto the suffix ‘ol,’ ”’ 
and then holds that under this aspect of the case the matter falls 
within the rule of certain cases cited, to wit, Carmel Wine Co. v. 
California Winery, 174 O. G. 586, App. D. C. 1 [2 T.-M. Rep. 
33]; Fischbeck Soap Co. v. Kleeno Mfg. Co., 216 O. G. 663, 44 
App. D. C. 6 [5 T.-M. Rep. 327]; E. Myers Lye Co. v. The Sin- 
clair Mfg. Co., 241 O. G. 1157, 46 App. D. C. 55 [7 T.-M. Rep. 
532]; and Canterbury Candy Makers v. Brecht Candy Co., 320 
O. G. 854, 8 App. D. C. 82 [14 T.-M. Rep. 128]; 294 Fed. 1013. 

The rule of these cases, he states, is “to the effect that it is 
not permissible for anyone to incorporate another’s mark in its 
entirety and add to it merely additional features.” 

We have examined the cited cases with care and have fully 
considered the rule as quoted above from the Commissioner’s de- 
cision. In three of the cases the contesting marks appear to have 
involved pictorial rather than verbal elements. In the Fischbeck 
case, the coined word “Kleeno” was involved. 

Within the proper limits the rule is applicable, but we do not 
think it should be carried to the extent of holding that by use and 


registration of a word in common use, one can acquire such rights 
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therein as to enable him to prevent registration thereof by another 
simply and solely because the latter’s word may contain the word 
of the former. This is particularly true in cases where the prior 
registered mark consists merely of a word, in common use as a pre- 
fix, as is true of the mark “Hex.” 

We feel, in other words, that the rule is not applicable unless 
the contesting marks also present such features of resemblance as 
to be likely to cause confusion or deceive purchasers. 

In view of the conclusion which we have reached relative to 
the second phase of the issue, it is not necessary that we should 
express any opinion as to whether there is a confusable conflict be- 
tween “Hex” and “Hexol.” 

This second phase is comprised in the enquiry whether “Hexol”’ 
and “‘Hexcide” are confusingly similar. 

The Assistant Commissioner held them not to be so, in view 
of many “prior registrations of marks including the letters ‘hex. 

While it is the rule that prior registrations may be looked to 
considering whether the trade-mark use of a word has become so 
common or general as to affect the question of probability of con- 
fusion by an additional registration of a somewhat similar mark, 


>»? 


nevertheless, in the effort to preserve what we conceive to be the 
real purpose of the trade-mark registration law, we think it should 
be held that an applicant for an opposed registration generally may 
not rely upon prior registrations of marks resembling his and op- 
poser’s as a complete defense to the opposition. The public has 
an interest which must be preserved, and it is not safe to dismiss 
an opposition proceeding wholly upon prior registrations, if it ap- 
pear that the marks are in fact of close resemblance. It may be 
true that in some cases the use and registration of some words have 
become so common and general as that an additional registration 
might be thought to do no more at most than create a situation of 
“confusion worse confounded,” but, upon the whole, the safer rule 
and the one which appears to us to be truly interpretive of the law 
is to reject registration when there is confusable conflict between 
the words at issue themselves. 
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In the recent case of American Fruit Growers, Inc. v. Michi- 
gan Fruit Growers, Inc., 17 C. C. P. A. , F (2d) [20 T.-M. 
Rep. 135], this court, in an opinion by Judge Hatfield, said: 


“So far as we are aware, appellant was entitled to the registration of 
its mark for use on its products. If it was not, its mark ought not to have 
been registered; if it was inadvertently registered, those injured by such 
registration have a statutory remedy—application for cancellation. Ap- 
pellee, however, is not injured by the appellant’s mark, and, while it may 
be that appellant is not the originator . . . . neither is appellee.” 





This rule we then thought to be a sound one and in line with 
the weight of authority. Vide Canterbury Candy Makers’ case, 
supra. Such is still our opinion, and we think the rule is applicable 
to the case at bar under the facts of record. 

We come, therefore, to the question, is there such a resem- 
blance between “Hexcide’”’ and “Hexol” as that, under the statute, 
registration should be denied to the latter word as sought by appel- 
lant. 

The suffixes “ol” and “ide” are generally used in the formation 
of chemical terms. There are differences in their respective mean- 
ings, to be sure, but when words containing them are to be used as 
trade-marks upon products sold to the general public and widely 
consumed by that public, technical differences in meaning, prob- 
ably known only to those having knowledge of the chemical art, 
will not negative resemblance, if resemblance be otherwise present. 

In the instant case it seems to us that there is a similarity in 
appearance and, to a certain degree, in sound between the words 
which would render them, when applied to goods of the same de- 
scriptive qualities, or, as in this instance, to identical goods, likely 
to cause confusion in the public mind or to deceive purchasers. 

It is at least a case where it seems eminently proper to apply 
the familiar rule that when a doubt exists it should be resolved in 
favor of the earlier entrant. 

For the reasons herein stated the decision of the Commissioner 
is affirmed. 


Buanp, J., concurring: I concur in the conclusion reached but 
I am not prepared to agree with the opinion of the majority where- 
in the words “Hex” and “Hexol” are discussed. For the purposes 
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of the decision of this case, it is not necessary to discuss the con- 
flict between “Hex” and “Hexol,” since the court is of unanimous 
opinion that the word “Hexol’” cannot be registered for the reason 
that confusion would result between goods sold under the trade- 
mark ‘“Hexcide” and those sold under the trade-mark “Hexol.” 
“Hex” may be derived from the Greek word “Hexa” and it may 
indicate or suggest an article or thing having six parts or which 
is in some manner concerned with the word “six,” but in the instant 
case, there is no suggestion that appellee’s merchandise is in any 
sense described by the word “Hex,” I prefer to reserve the ques- 
tions discussed with reference to the word “Hex” until a fuller con- 
sideration of the same is necessary. 

In the opinion of the majority is also found the following: 

“The suffixes ‘ol’ and ‘ide’ are generally used in the formation of chemi- 
cal terms.” 
If the quoted sentence is given the effect which I think is intended, 
the same objection to the registration of both words “Hexol” and 
“Hexide” would maintain as is here suggested with reference to 
the word “Hex.” 


Lenroort, J.: I concur in the foregoing. 


MaatscnHappis Tot Expioirratie VAN RapEMAKER’s KoNINKLIJKE 
Cacao & CHocoLapEe FasrRIEKEN V. FrRANciscus JosEPHUS 
Maria RapeMAKER, doing business under the name 
and style of Frank RaDEMAKER 


United States Court of Customs and Patent Appeals 


June 4, 1930 


Trape-Marxks—CaNnceLLAcION—TEN Year CiavsE—Evmence or Use. 

In a proceeding brought to cancel registrations of marks granted 
under the ten-year clause of the act of 1905, uncorroborated testimony 
by appellant as to the non-use of the marks by appellee during the ten- 
year period held insufficient to warrant cancellation. 
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On appeal from a decision of the Commissioner of Patents sus- 
taining petition for the cancellation of three trade-mark registra- 
tions. Reversed. For the Commissioner’s decision, see 19 T.-M. 
Rep. 70. 


Mock & Blum (Charles R. Allen, of counsel), all of New York 
City, for appellant. 

Joseph W. Milburn (William Wallace White and Wallace 
White, of counsel), all of New York City, for appellee. 


Hartrietp, J.: This is an appeal in trade-mark cancellation 
proceedings from the decision of the Commissioner of Patents af- 
firming the decision of the Examiner of Interferences sustaining the 
petitions of appellee for the cancellation of appellant’s registered 
trade-marks for use on “sugar candy.” 

Three cancellation proceedings are involved. They were con- 
solidated and but one record is before us. 

The marks were registered under the “ten years” proviso of 
section 5 of the Trade-Mark Act of February 20, 1905, which reads 
as follows: 

“And provided further, That nothing herein shall prevent the regis- 
tration of any mark used by the applicant or his predecessors, or by those 
from whom title to the mark is derived, in commerce with foreign nations 
or among the several States or with Indian tribes which was in actual and 
exclusive use as a trade-mark of the applicant, or his predecessors from 


whom he derived title, for ten years next preceding February twentieth, 
nineteen hundred and five: . 


The three marks are not identical, but the words ‘““Rademaker’s 
Hopjes,” are the dominating features of each, and the case has 
been presented on this hypothesis. 

Appellant’s marks were registered as follows: No. 82,808, 
July 25, 1911; No. 85,756, March 12, 1912; No. 89,860, January 
14, 1913. 

In his applications for cancellation, appellee alleged that the 
marks were descriptive of the goods on which they were used; that 
the registrant did not use the marks in question in the United 
States “for ten years prior to February 20, 1905”; that the regis- 
trant “has been and is making wrongful use of said registrations to 
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interfere with the business of petitioner, in particular to delay entry 
of petitioner’s goods through the customs, and in other ways’; and 
that the registrations complained of interfere with petitioner ob- 
taining registrations of his alleged trade-marks, the dominating 
features of which were the words “Rademaker’s Hopjes.” 

It appears from the record that appellee and William Rade- 
maker, managing director of appellant, are brothers; that they were 
engaged in business with their father, “making cocoa, chocolate and 
confectionery,” including coffee-flavored candy, known as Rade- 
maker’s Hopjes,” in Scheveningen, Holland, for several years prior 
to the year 1899, when the father sold the business to appellant; 
that appellee was a manager “in his father’s business” from 1891 
to 1899. In this connection, appellee testified: 
vce From 1884 up to the end of 1899 I was gradually introduced 
by my father into the full knowledge of everything going on in his business, 
commercially, technically and financially. I became fully aware of all de- 
tails of delivering and shipping goods, engaged travelers and representa- 
tives, signed all out-going letters and read and dealt with all in-coming 
letters, discussed all business matters of some importance with my father, 
in so far as such matters were not entirely left to me to decide. I dealt 
with every detail of the packing and wrappers, and of the sale of the 


goods, and of the marks used. No goods have ever been shipped without 
my consent or knowledge during the years 1884 up to the end of 1899.” 


He further testified that “Hopjes” candy was not shipped to, nor 
sold in, the United States prior to the year 1904, when he left the 
employ of appellant; that from 1899 to 1904 he was manager of 
appellant’s branch office in London, England; and that in 1904 he 
went into business for himself. His testimony shows that the first 
shipment of ‘““Hopjes” candy to the United States under his trade- 
mark was in 1919. 

It appears that William Rademaker, managing director of ap- 
pellant, was connected with his father’s business at Scheveningen, 
Holland, from 1886 to about 1894; that, from 1894 to 1899, when 
the father sold his business, he was superintendent of his father’s 
factory located in Cologne, Germany; and that in 1899 he became 
managing director of appellant, the position he now holds. 

William Rademaker testified that “Hopjes” candy, bearing 
the trade-mark ‘“Rademaker’s Hopjes,” was sold in Holland and 
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in the United States during the ten-year period—1895 to 1905; 
that appellant was unable to produce documentary evidence of sales 
to purchasers in the United States during that period, because the 
books of appellant and its predecessor covering that period had 
been destroyed; that, although he could not be positive, due to the 
many years that had elapsed, he thought that appellant and its 
predecessor had shipped “Hopjes” candy, bearing the trade-mark 
“Rademaker’s Hopjes,’ to the Holland Importing Company, or 
the Dutch Importing Company at Philadelphia, Pa., and the Lindt 
Chocolate Company, New York, during the critical period—1895 
to 1905, inclusive. 

The testimony of the witness, van Leeland, was taken October 
14, 1926. He testified that he had been in the employ of appel- 
lant’s predecessor for eight years, as foreman of the “despatch de- 
partment’’; that he has held the same position for appellant since 
its purchase of the business; and that “Hopjes” candy has been 
shipped to the United States and sold here under the mark “Rade- 
maker’s Hopjes” since prior to 1895. However, he was unable to 
remember the names of the purchasers in the United States to whom 
the candy was sold. 

It clearly appears from the record that the witness, William 
Rademaker, was in error in testifying that the Holland Importing 
Company of Philadelphia and the Lindt Chocolate Company of 
New York had purchased ““Rademaker’s Hopjes” prior to 1905. 

Other witnesses testified in the case, but their testimony is not 
of importance and need not be referred to here. 

The Examiner of Interferences held that the burden of proof 
was upon appellant to establish exclusive and continuous use of the 
involved trade-marks in the United States for ten years “next pre- 
ceding” February 20, 1905, and that he had failed to do so. 

The Commissioner of Patents held that appellant’s certificates 
of registration of the involved marks established a prima facie case 
of ownership and that the burden of proof was on the petitioner for 
cancellation. He held, however, that the evidence warranted the 
conclusion that the goods bearing the involved trade-marks had not 
been “sold in the United States during the ten-year period of the 
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trade-mark act’; and that, as one of the customers of appellee had 
been sued by appellant in the Federal Court in New York for in- 
fringement of the registered marks, appellee had established “dam- 
age to him and his right to file the petitions for cancellation,’ and, 
accordingly, affirmed the decision of the Examiner of Interferences 
sustaining the petitions for cancellation. 

Registration of a trade-mark under the “ten years” proviso of 
the Trade-Mark Act of February 20, 1905, makes a prima facie 
case of ownership, and the registrant is entitled to be protected in 
its use of such mark. In a proceeding for the cancellation of such 
registered mark, the petitioner has the burden of proof. See sec- 
tion 16, Trade-Mark Act of February 20, 1905; Thaddeus Davids 
Company v. Davids Manufacturing Company, 233 U. S. 461 [4 
T.-M. Rep. 175]. 

It appears that the petitioner—appellee—was the only witness 
who testified that the registrant—appellant—and its predecessor 
had not used the registered trade-marks on “Hopjes” candy during 
the ten years immediately preceding February 20, 1905. He pre- 
sented no documentary or other evidence in corroboration of his tes- 
timony in this regard. He testified in 1926, entirely from memory, 
to events occurring during the period from 1895 to 1904. It is true 
that his testimony is positive. He testified that he was in a position, 
during that period, to know the facts. He did not testify as one 
having used the involved trade-marks in the United States during 
the statutory period. On the contrary, he testified that he first used 
his mark in the United States in 1919. Just how he could show 
probable legal damage or injury, under such circumstances, is not 
quite clear. MclIlhenny’s Son v. New Iberia Extract of Tabasco 
Pepper Company, Limited, 30 App. D. C. 337; Battle Creek Sani- 
tarium Company, Limited v. Fuller, 30 App. D. C. 411; The Hump 
Hairpin Company v. The De Long Hook § Eye Company, 39 App. 
D. C. 484 [3 T.-M. Rep. 238]; Tim & Company v. Cluett, Peabody 
§ Company, 42 App. D. C. 212 [4 T.-M. Rep. 369]; B. V. D. Com- 
pany v. Potterf, 43 App. D. C. 33; Wilson v. Hecht, 44 App. D. C. 
33; Standard Brewery Company v. Interboro Brewing Company, 
44 App. D. C. 193 [6 T.-M. Rep. 203]; Edward Smith & Co. v. C. 
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Schrack & Co., 56 App. D. C. 347, 13 F (2d) 318. But, how- 
ever that may be, registration under the proviso in question, would 
be nothing more than a farce if a registrant be required in a can- 
cellation proceeding to establish his right to registration, simply 
because a petitioner, testifying from memory to events occurring 
from twenty-one to thirty-one years prior thereto, asserts, without 
any corroboration, that the registrant did not use the involved mark 
during the statutory period. 

It is true that the evidence submitted by the registrant is not 
very satisfactory. However, two witnesses contradicted the testi- 
mony of the petitioner, and testified that the involved trade-marks 
were used by the registrant during the statutory period. 

In our opinion, the petitioner—appellee—has wholly failed 
to overcome the prima facie evidence of appellant’s ownership of 
the registered marks. 

The decision is reversed. 


Battimore Paint & Cotor Works v. BENNETT Giass & Paint Co. 
United States Court of Customs and Patent Appeals 
June 4, 1930 


Trape-Marks—CaNnceLLaTION—“Property Lire Insurance” anp “Sur- 

FACE InsuraNcE Poxricy Propucr’—Conruictinc Marks. 

The words “Surface Insurance Policy Products” held confusingly 
similar to the phrase “Property Life Insurance,” used with priority by 
appellee; and the Commissioner’s decision sustaining the latter’s peti- 
tion for cancellation was affirmed. 

Appeal from a decision of the Commissioner of Patents sus- 
taining appellee’s petition for cancelling a trade-mark registration. 


Affirmed. For the Commissioner’s decision, see 19 T.-M. Rep. 24. 


G. P. Kimmel, of Washington, D. C., for appellant. 
Harry C. Robb, of Washington, D. C., and John F. Robb, of 
Cleveland, Ohio, for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents sustaining a petition for cancellation of appel- 
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lant’s registered mark and directing the cancellation thereof. The 
decision appealed from affirmed a like decision of the Examiner of 
Trade-Mark Interferences. 

Appellant obtained its registration on May 31, 1927, the mark 
consisting of the notation “Surface Insurance Policy Products,’ 
used on paste-form and ready-mixed paints and varnishes, the word 
“products” being disclaimed apart from the mark as shown. Ap- 
pellee claims prior adoption and use of the mark consisting of the 
words “Property Life Insurance” upon the identical class of goods, 
and sets forth ownership of registrations No. 179,849, issued Feb- 
ruary 19, 1924, and No. 206,312, issued November 24, 1925. The 
earlier registration discloses a composite mark consisting of the 
word “Bennett’s” in large letters, and underneath to the left, en- 
closed in a circle, the words “Property Life Insurance’; to the 
right is a circle enclosing the profiles of a woman and a Roman 
soldier. 

The later registration of appellee is for the words “property 
life insurance” alone. 

Appellee took testimony, but appellant did not. The testimony 
submitted on behalf of appellee establishes adoption and use of its 
said composite mark since a date long prior to the earliest alleged 
date of adoption and use by appellant of its mark. 

We think appellee’s testimony establishes that it has made no 
use of the mark “Property Life Insurance,’ a part from the com- 
posite mark registered by it as aforesaid. In view of the conclu- 
sion we have reached, it is unnecessary to consider whether appellee 
has a right to rely upon the last mark registered by it to sustain its 
opposition. 

Inasmuch as the marks of both parties are used upon the iden- 
tical class of goods, the question before us is whether the marks so 
nearly resemble each other as to be likely to cause confusion or 
mistake in the mind of the public or to deceive purchasers. 

Both the Commissioner and the Examiner of Trade-Mark In- 
terferences state that the question is not free from difficulty, but 
resolved the doubt in favor of appellee, the earlier user of the mark 
containing the word “insurance.” 





1 
t 
: 
‘ 
1 








BALTIMORE PAINT & COLOR WKS. V. BENNETT GLASS & PAINT co. 477 


We agree that whether the marks are confusingly similar is 
not free from doubt. The important question is whether the word 
“insurance” is the dominating feature of appellant’s mark and of 
the composite mark of appellee. Counsel for appellant argues that 
the word “insurance” is not the salient feature of the marks either 
of appellant or appellee, but that the word “surface” is the salient 


> 99 


feature of appellant’s mark and the word “Bennett’s” is the salient 
feature of the mark of appellee. 

That the word “insurance” is the dominating feature of ap- 
pellant’s mark we have no doubt. The word “surface” is clearly 
descriptive; standing alone, it could not be appropriated as a trade- 
mark, and it is not the word of appellee’s mark that purchasers 
would be likely to retain in their minds. On the other hand, the 
word “insurance,” not being descriptive but merely broadly sugges- 
tive of protection to the surface of material to which the paint is 
applied, would likely be remembered by purchasers as indicating 
origin of the goods upon which the mark is used. 

As to whether. the word “insurance” in the composite mark of 
appellee is the dominant feature of the mark, we are not so clear; 
but we think it not unreasonable to assume that, for the same rea- 
sons as we have suggested with regard to the same word in appel- 
lant’s mark, purchasers would be more likely to remember the word 
“insurance” in said composite mark than any other part thereof. 
This conclusion is supported by the testimony introduced by ap- 
pellee, in which it is shown that in its extensive advertising it em- 
phasized the expression “Property Life Insurance,” thereby seek- 
ing to fasten those words upon the public mind in purchasing its 
products. 

Appellant contends that there is no confusion likely by the use 
of the two marks, because the goods of the parties are not sold in 
the same territory, and cites the cases of Hanover Star Milling Co. 
v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149; 36 S. Ct. Rep. 351], 
and United Drug Company v. Theodore Rectanus Company, 248 
U. S. 90 [9 T.-M. Rep. 1; 39 S. Ct. Rep. 48], in support of that 
contention. It is unnecessary for us to determine whether terri- 
torial limitations of markets can be considered in a proceeding of 
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this character under the trade-mark act, for the reason that appel- 
lant’s contention of non-competing markets is not established by the 
testimony. While it may be fairly inferred from appellee's testi- 
mony that its market was almost wholly confined to the inter- 
mountain states, and that its products do not reach eastern mar- 
kets to any substantial extent, there is no evidence that appellant’s 
products bearing its trade-mark are not sold in the same territory 
where the goods of appellee are sold. The testimony is that the 
volume of appellee’s business amounts to about $300,000 annually. 
There is no testimony as to the volume of appellant’s business. 
We have no right to conclude, in the absence of testimony, that ap- 
pellant’s business is limited to any particular part of the United 
States. Furthermore, appellant in its answer to the petition for 
cancellation did not allege any territorial limitation of the sales 
of its products upon which its mark is used. 

While, as already stated, the question of whether the two 
marks so nearly resemble each other as to be likely to cause con- 
fusion or mistake in the mind of the public or to deceive purchasers 
is not free from doubt, we agree with the Commissioner that the 
doubt is of such a character that, in accordance with the well-estab- 
lished rule in such cases, it should be resolved against appellant, 
the later registrant and later user of the word “insurance” as part 
of a trade-mark applied to paints. Salant § Salant, Inc. v. Feld- 
man & Weinman, 58 App. D. C. 11, 24 F (2d) 276 [18 T.-M. Rep. 
167]; Goodrich Drug Company v. Cassada Manufacturing Com- 
pany, 46 App. D. C. 146 [7 T.-M. Rep. 275]. 

The decision of the Commissioner of Patents is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the notation “Quaker Maid,” associated with and placed be- 
tween two triangular-shaped figures, as a trade-mark for ketchup 
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and chili sauce, in view of the prior adoption and use by opposer 
of the term “Quaker” on a large number of goods including apple 
butter, potted meats, dried fruits and condiments, on the ground 
that the goods are of the same descriptive properties and the marks 
as used thereon confusingly similar. 

In his decision the First Assistant Commissioner stated that 
the testimony showed that the opposer was the first to adopt and 
use this mark. He further stated that while the opposer had not 
pleaded the record of interference No. 991 between the same par- 
ties involving the same marks, yet the office would take notice of 
the fact that that proceeding was conducted to a final determination 
and it was held by the Assistant Commissioner that the marks were 
deceptively similar, the goods of the same descriptive properties 
and opposer here was the first to adopt the mark. 

With reference to the applicant’s contention that the word 
“Quaker” had been so commonly used in connection with trade- 
marks on various goods as not to be capable of exclusive appropria- 
tion by the opposer, he said: 

“The question of the validity of the opposer’s registration is not in 
issue here and following the decision in the case of American Fruit Grow- 
ers, Inc. v. Michigan Fruit Growers, Inc., C. C. P. A. 393, O. G. 789 [18 
T.-M. Rep. 257], the sole question to be decided is whether confusion in 
trade would be probable if both marks were used upon the respective goods 


in the same market. The answer to this question must be decided in the 
affirmative.” 


With reference to applicant’s insistence that the decision in 
Loughran v. Quaker City Chocolate Co., 296 F. R. 822; 332 O. G. 
959 [14 T.-M. Rep. 79], he said: 


= yet a review of that decision fails to show that the marks there 
under consideration were so nearly the same as in the case at bar. That 
case merely decided that ‘Quaker Maid’ and ‘Quaker City’ when used in 
connection with certain other specifically distinguishing details, were not 
in conflict. In the instant case, the applicant has taken the entire trade- 
mark of the opposer and added to it another word. It is deemed the hold- 
ing in the case of Carmel Wine Company v. California Winery, 174 O. G. 
586, 38 App. D. C. 1 [2 T.-M. Rep. 33], is persuasive that the applicant 
has not sufficiently distinguished from the opposer’s mark.” ? 


* Worden Grocer Co. (Lee & Cady, Assignees, substituted) v. The Great 
Atlantic & Pacific Tea Company, 156 M. D. 381, June 5, 1930. 
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Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for motor fuel oils, the notation “Canzol,’ the 
letters being in script and the lower loop of the “z’’ very much en- 
larged, in view of the prior adoption and use by opposer of the 
term “Pennzoil,” appearing in block letters, as a trade-mark for 
lubricants and motor fuel. 

In his decision, he stated that the testimony showed use by 
The Pennzoil Company and its predecessor in business of its trade- 
mark since a date prior to the adoption of its mark by the appli- 
cant, the extensive use thereof, and the wide sale of the goods, and 
that applicant may be presumed to have been aware of the mark 
before adopting its mark, and that therefore all reasonable doubt 
must be resolved against it. 


He then, after referring to the question as to the derivation of 
the two marks, said: 


“The average member of the purchasing public would be likely to 
recognize that the applicant’s mark was made up of the first portion of 
the applicant’s corporate name and some sort of abbreviation of the word 
‘oil.’ A more learned purchaser might possibly construe the letters ‘zol’ 
as indicating the presence of benzol in the gasoline but this is somewhat 
problematic at best and the number of such customers would not be very 
large. Purchasers of motor fuel include all classes of persons and the vast 
majority of them do not stop to reason to any extent upon the origin of 
a trade-name or a trade-mark.” 


He then, after noting that the terminal syllables of the two 
marks were quite similar and the omission of the “i” from appli- 
cant’s mark would hardly be noticed, said: 


“The first syllable of both marks terminates in the letter ‘n’ and there 
is a somewhat superficial, it is true, similarity of sound in connection with 
these two first syllables. Readily enough, if one person were at a distance 
from another and called out the name of the opposer’s goods, the hearer 
might readily mistake the name for that of the applicant. Without deter- 
mining what rights the applicant may have to use a portion of its corpor- 
ate name together with the word ‘oil,’ which latter is, of course, public 
property, it is thought the applicant should not have adopted the dis- 
tinguishing feature of opposer’s mark which includes the letter ‘z’ in con- 
nection with the letters ‘o’ and ‘1. This presence of these three letters, 
z-o-l, although the letter ‘’ appears in the opposer’s mark, is quite dis- 
tinctive and adds character to both marks. 


* * > * * 
“The letters ‘zoil’ and ‘zol,’ the ‘z’ being preceded by the letter ‘n,’ are 
deemed distinctive features of these two marks and the adoption by appli- 
cant of this particular arrangement of letters is considered as approach- 
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ing too near the opposer’s trade-mark. Had applicant not chosen the dis- 
tinctive ‘z’ but had been content with an ‘s’ in its stead it is thought con- 
fusion would be improbable.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation “Plastex’’ as a trade-mark for a composition of 
animal and mineral substances used for wall finishes, in view of 
the prior adoption and use by opposer of the notation “Plastint” 
as a trade-mark for wall covering and finishing materials. 

In his decision, after stating that the evidence established that 
the opposer was the first to adopt and use this mark and noting 
applicant’s contention that the goods of the parties were of differ- 
ent descriptive properties and this, taken in connection with the 
difference in the marks justifies the conclusion that no confusion 
would result, the First Assistant Commissioner said: 


“The applicant uses its mark upon a substance in powdered form which 
when mixed with cold water produces a plastic-like paint which can be 
and usually is applied with a brush upon substantially any material which 
is commonly used in the interior of building constructions. The opposer’s 
mark ‘Plastint’ is generally applied to a colored finishing plaster which is 
usually put on over the base coat plaster to produce tinted and textured 
walls or ceilings. 

a - * * * 


“The opposer has made some effort to show that its ‘Plastint’ may be 
applied with a brush and that the applicant’s material is sometimes ap- 
plied with a trowel, and that the rules of trade unions are the principal 
obstacle to plasterers applying the applicant’s material and painters ap- 
plying the opposer’s material. It is believed that the materials approach 
each other in appearance and function so closely that confusion would be 


likely or probable in trade among those who are not experts in matters of 
this kind.” 


Then, after noting applicant’s argument that registrations had 
been granted other parties for marks made up of both portions of 
the marks here under consideration and that therefore a narrow 
construction should be given to opposer’s rights, he said: 


“In view of the holding in the case of American Fruit Growers, Inc. 
v. Michigan Fruit Growers, Inc., C. C. P. A. 393, O. G. 789, the prior reg- 
istrations are not relevant here. The sole question is whether if both marks 
appear upon the respective goods in the same market confusion would be 
probable. The first syllable of each mark is identical and is the principal 
or distinguishing portion of each mark and that portion which would pre- 


? The Pennzoil Company v. The Canfield Oil Co., 156 M. D. 378, June 
5, 1930. 
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sumably be impressed upon the mind of the purchaser. The suffix or ter- 
minal portion of each mark would be more readily overlooked. It is thought 
confusion would be quite probable between the applicant’s mark and the 
opposer’s mark ‘Plastint.’” 

With reference to the opposer's mark “Textone” upon which 
the opposition was also based, he said: 


“It is not regarded as necessary to enter into any extended discussion 
of the opposer’s contentions as to probable confusion between its mark 
‘Textone’ and the applicant’s mark. These marks are so dissimilar that 
it is believed confusion would be quite improbable.” * 


Moors, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for perfumes, the notation “Les Bourgeons” in view 
of the prior use by opposer of the word “Bourjois” as a trade-mark 
for the same goods, on the ground that the marks are confusingly 
similar. 

In his decision, after stating that it had been pointed out in 
the record that the two marks were of French origin, that the op- 
poser’s mark has no meaning in the French language and no func- 
tion other than that of a proper name, whereas the applicant’s 
mark means “The Buds,” the Assistant Commissioner said: 


“The two words ‘Bourjois’ and ‘Bourgeons’ are deceptively similar in 
appearance and, when pronounced with a French accent, are deceptively 
similar in sound. As the average member of the purchasing public in the 
United States is unfamiliar with the French language, the two words would 
have no meaning to him and would be regarded as arbitrary, functioning 
merely as trade-marks.” * 


Moorg, A. C.: Held that applicant is not entitled to register 
two marks for glass tableware, one of which marks comprised a 
gold shield bearing the letter “T” as a monogram and having the 
word “Tiffin” embossed across the body of the shield and the other 
consisting of the word “Tiffin-ware,” “Tiffin” being printed in block 
type and “ware” in script type. 

The ground of the decision is that these marks are confusingly 
similar to the marks previously used by opposer on the same goods, 


* United States Gypsum Co. v. Plaster Company of America, 156 M. D. 
382, June 5, 1930. 

* International Perfume Company, Inc. v. Ybry, Inc., 156 M. S. 390, 
June 11, 1930. 
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which marks consisted of the words “Tiffany & Company,” 
“Tiffany” and “T & Co.,” the latter printed in monogram form. 

In his decision, after noting the long use by the opposer of 
the marks referred to, that the applicant did not begin the use of 
the marks sought to be registered earlier than 1927 and that pre- 
viously it had used in connection with the word “Tiffin” the mono- 
gram “USGCo., and stating that, as a measure of protection to the 
public as well as to traders, doubts should be resolved against the 
later user (citing B. F. Goodrich Co. v. Hockmeyer, 394 O. G. 
795) [20 T.-M. Rep. 205], the Assistant Commissioner said: 

“It is believed that the presence of the applicant’s monogram on the 


mark used by it from 1914 to 1927 was the characteristic which avoided 
confusion between the applicant’s mark and those of the opposer. 


* * + «+ * 


“IT am of the opinion that the applicant’s mark ‘Tiffinware’ is con- 
fusingly similar to Tiffany ware and that the applicant’s mark consisting 
of a gold shield bearing the capital letter ‘I’ as a monogram and having 
the word ‘Tiffin’ imposed across the body of the shield is confusingly simi- 
lar to the opposer’s mark Tiffany and T & Co. when the latter is displayed 


in the form of a monogram as shown by the specimen filed in Opposition 
9144,” © 


He further held that the word “Tiffin” was not geographical 
or descriptive as contended by the opposer and that applicant’s 
marks were not unregistrable on that ground. 


Corporate Name 


Rosertson, C.: Held that the applicant is not entitled to 
register the notation “Jenny Wren,” as a trade-mark for canned 
vegetables, since that term is the corporate name of the opposer. 

In his decision, after noting that the opposition was predicated 
upon the use of the term “Jenny Wren” upon flour, as well as 
upon its being the opposer’s corporate name, he said, with reference 
to the goods: “It was urged at the hearing that the goods are of 
the same descriptive properties, but that contention cannot be sus- 
tained,” citing the case of John F. Jelke Company v. Good Luck 
Food Co., Inc., 151 M. D. Dec. 913, in which it was held that no 

* Tiffany & Co. v. United States Glass Co., 156 M. D. 392, June 18, 1930. 
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one was entitled to such broad protection of his trade-mark as to 
give the right to its exclusive use on all food products. 
With respect to the corporate name, he said: 


“In so far as the question of the corporate name is concerned, it is 
thought that the case falls clearly within the ruling of the Supreme Court 
of the United States in American Steel Foundries v. Commissioner of 
Patents et al., 269 U. S. 372, 342 O. G. 711, 46 St. Ct. Rep. 160 [16 T.-M. 
Rep. 51].” 


And then, after noting the holding of the court in the case 
cited, that, where the appropriation of the corporate name is com- 
plete, the rule of the statute is absolute and registration must be 
refused, he said: 


“Obviously, the fact that in the corporate name of the opposer the 
term ‘Company’ appears in connection with the words ‘Jenny Wren’ does 
not render those words any less the essential and identifying part of its 
name.” 


With reference to the argument that the Examiner of Interfer- 
ences should have taken judicial notice of registrations of the term 
“Jenny Wren,” he said: 


“While the office may properly take judicial notice of its own records 
and therefore of the registrations of these marks, there is nothing of 
record herein upon which a holding can be made that such marks are 
actually in use upon the goods stated in the registrations or that they have 
not been abandoned. 

“If the applicant wished these registrations to be considered, such 
proper and timely notice of its intention to rely thereon should have 
been given that opposer would have had an opportunity to present testi- 
mony to show, if such be the fact, that the registrants are no longer 
using the marks. Furthermore, it does not appear that these registra- 
tions were for the same or analogous goods to those involved herein and 
it is not seen that the fact that these registrations were issued in any 
way renders the term any less the name of the opposer.” * 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for vacuum heat-insulated 
bottles, the term “Americanmaid.” 

The ground of the decision is that this term is the name of 
a corporation, “The American Maid Company,” a corporation of 
Illinois, and its registration is therefore forbidden by the plain 
provisions of the statute. 


* Jenny Wren Company v. Lange Canning Co., 156 M. D. 246, Decem- 
ber 23, 1929. 
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In his decision, after noting that the registration of a trade- 
mark is statutory and the only exception to the general provision of 
Section 5, as to the registration of names, is those marks which fall 
under the “ten-year” clause of the act, the Assistant Commissioner 
said: 


“The Supreme Court, in interpreting said act, has stated that the 
names of persons, firms or corporations are not registrable under this 
act, except under the provisions of the ten-year clause (Thaddeus Davids 
Co. v. Davids, 233 U. S. 461 [4 T.-M. Rep. 175], 34 St. Ct. Rep. 648). 

“As the applicant’s mark is the name of a corporation, as it is not 
written or printed in any particular or distinctive manner, and as it does 
not fall within the ten-year clause of the said act, it follows that the 
applicant is not entitled to the registration of its mark.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for candy, a mark consisting of the representation 
of a panel with a shield thereabove enclosing a monogram of the let- 
ters G and S and upon each side of the panel the representation 
of a jar supporting sprays of pussy willow, with the words “Pussy- 
willow Chocolates” appearing across the panel, the latter word be- 
ing disclaimed, notwithstanding the fact that the words “Pussy 
Willow” are included in the opposer’s corporate name. 

In his decision, after stating that the Examiner of Interfer- 
ences correctly held that, in determining whether the registration 
of a mark is barred by a corporate name, the words “Company” and 


“Incorporated” should be disregarded, the First Assistant Com- 
missioner said: 


“Having in mind the total dissimilarity of the goods here involved, 
candy on the one hand and silk, woolen, and cotton fabrics on the other, 
that the applicant adopted and used his composite mark prior to the in- 
corporation of the opposer, that the words ‘Pussy Willow’ are very com- 
mon words in our language and refer to a well-known species of willow 
tree or shrub, and, finally, that the applicant has added so many additional 
and fanciful features to the mere words, it seems proper to hold that the 
mark of the applicant constitutes something more than the mere corporate 
name of the opposer and that its registration is not barred by the statute.” 
(Citing decisions. )* 


"Ex parte The American Thermos Bottle Co., 156 M. D. 301, Feb- 
rary 20, 1930. 


* Pussy Willow Company, Inc. v. Nicholas Spyridakis, 156 M. D. 350, 
May 1, 1930. 
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one was entitled to such broad protection of his trade-mark as to 
give the right to its exclusive use on all food products. 

With respect to the corporate name, he said: 

“In so far as the question of the corporate name is concerned, it is 
thought that the case falls clearly within the ruling of the Supreme Court 
of the United States in American Steel Foundries v. Commissioner of 
Patents et al., 269 U. S. 372, 342 O. G. 711, 46 St. Ct. Rep. 160 [16 T.-M. 
Rep. 51].” 

And then, after noting the holding of the court in the case 
cited, that, where the appropriation of the corporate name is com- 
plete, the rule of the statute is absolute and registration must be 
refused, he said: 


“Obviously, the fact that in the corporate name of the opposer the 
term ‘Company’ appears in connection with the words ‘Jenny Wren’ does 
not render those words any less the essential and identifying part of its 
name.” 


With reference to the argument that the Examiner of Interfer- 
ences should have taken judicial notice of registrations of the term 
“Jenny Wren,” he said: 


“While the office may properly take judicial notice of its own records 
and therefore of the registrations of these marks, there is nothing of 
record herein upon which a holding can be made that such marks are 
actually in use upon the goods stated in the registrations or that they have 
not been abandoned. 

“If the applicant wished these registrations to be considered, such 
proper and timely notice of its intention to rely thereon should have 
been given that opposer would have had an opportunity to present testi- 
mony to show, if such be the fact, that the registrants are no longer 
using the marks. Furthermore, it does not appear that these registra- 
tions were for the same or analogous goods to those involved herein and 
it is not seen that the fact that these registrations were issued in any 
way renders the term any less the name of the opposer.” ° 


Moors, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for vacuum heat-insulated 
bottles, the term “Americanmaid.” 

The ground of the decision is that this term is the name of 
a corporation, “The American Maid Company,” a corporation of 
Illinois, and its registration is therefore forbidden by the plain 
provisions of the statute. 


* Jenny Wren Company v. Lange Canning Co., 156 M. D. 246, Decem- 
ber 23, 1929. 
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In his decision, after noting that the registration of a trade- 
mark is statutory and the only exception to the general provision of 
Section 5, as to the registration of names, is those marks which fall 
under the “ten-year” clause of the act, the Assistant Commissioner 
said: 

“The Supreme Court, in interpreting said act, has stated that the 
names of persons, firms or corporations are not registrable under this 
act, except under the provisions of the ten-year clause (Thaddeus Davids 
Co. v. Davids, 233 U. S. 461 [4 T.-M. Rep. 175], 34 St. Ct. Rep. 648). 

“As the applicant’s mark is the name of a corporation, as it is not 
written or printed in any particular or distinctive manner, and as it does 


not fall within the ten-year clause of the said act, it follows that the 
applicant is not entitled to the registration of its mark.” ' 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for candy, a mark consisting of the representation 
of a panel with a shield thereabove enclosing a monogram of the let- 
ters G and S and upon each side of the panel the representation 
of a jar supporting sprays of pussy willow, with the words “Pussy- 
willow Chocolates” appearing across the panel, the latter word be- 
ing disclaimed, notwithstanding the fact that the words “Pussy 
Willow” are included in the opposer’s corporate name. 

In his decision, after stating that the Examiner of Interfer- 
ences correctly held that, in determining whether the registration 
of a mark is barred by a corporate name, the words “Company” and 
“Incorporated” should be disregarded, the First Assistant Com- 
missioner said: 

“Having in mind the total dissimilarity of the goods here involved, 
candy on the one hand and silk, woolen, and cotton fabrics on the other, 
that the applicant adopted and used his composite mark prior to the in- 
corporation of the opposer, that the words ‘Pussy Willow’ are very com- 
mon words in our language and refer to a well-known species of willow 
tree or shrub, and, finally, that the applicant has added so many additional 
and fanciful features to the mere words, it seems proper to hold that the 
mark of the applicant constitutes something more than the mere corporate 


name of the opposer and that its registration is not barred by the statute.” 
(Citing decisions.)* 


"Ex parte The American Thermos Bottle Co., 156 M. D. 301, Feb- 
rary 20, 1930. 

* Pussy Willow Company, Inc. v. Nicholas Spyridakis, 156 M. D. 350, 
May 1, 1930. 
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Descriptive Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1905, as a trade-mark for automobiles, a 
mark consisting of the pictorial representation of the front end of 
an automobile, the whole being surrounded by a hexagonal line, 
the exclusive right to each of the features, namely, the hexagonal 
figure and the representation of the front end of the automobile 
being each disclaimed apart from the mark shown. 

The ground of the decision is that the picture is obviously de- 
scriptive and that a hexagonal line has been so commonly used as 
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a border that it does not give any distinctiveness to the descriptive 


picture. 

In his decision the First Assistant Commissioner said: 

“Clearly enough, as admitted by the applicant and as noted by the 
examiner, the pictorial representation of the front end of the motor vehicle {@ 
is merely descriptive of the character of automobiles manufactured by the 2 
applicant upon which the mark is to be used and this portion alone of the : 
mark is obviously unregistrable under the statute. Notwithstanding the } 
contentions of the applicant it is believed hexagons surrounding trade- J 
marks, signs, and trade-names are so commonly used that such a border 


} 
would not attract attention nor give any distinctiveness to the otherwise i 
descriptive picture.” ® i 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister as a trade-mark for hand wheels for car brakes, the pictorial 
representation of an uplifted hand with the words “One Hand” 
written across the palm unless the words are disclaimed apart from 
the pictorial representation. 

The grounds of the decision are that the words in question are 
merely descriptive as conveying the information that the hand 
wheel can be operated by one hand. 

In his decision, the First Assistant Commissioner said: 

“While the applicant has noted the meaning of the word ‘merely’ ap- 
pearing in the trade-mark statute and has well pointed out the practice as 


to registering suggestive marks, yet there is no statement or explanation 
made by applicant that these words would convey any other meaning or 


* Ex parte The Pierce-Arrow Motor Car Company, 156 M. D. 401, June 
27, 1930. 
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significance to purchasers, if such words were used alone, than that the 
wheel is of a character to be operated by one hand. 


* * i * + 


“The pictorial representation of the hand, while it is of one hand, 
would probably convey various meanings to purchasers. Its significance 
is broader and more varied than that of the words and may properly be 
regarded as suggestive rather than merely descriptive.” ” 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1920, the words “Originators of Fine Dust” 
as a trade-mark for powdered insecticides of various kinds. 

The ground of the decision is that these words are nothing 
more than a laudatory informative statement and could not func- 
tion as a trade-mark. 


In his decision, the First Assistant Commissioner said: 


“The slogan is regarded as nothing more than a somewhat laudatory 
informative statement as to one or possibly the most distinctive character- 
istic, fine dust, of the goods. To the average purchaser the information 
would be conveyed that the insecticide is in the form of fine dust and the 
applicant originated this form. It is considered quite clear no such in- 
formative descriptive slogan is registrable as a trade-mark for the reason 
that it does not fall within the accepted definition of a trade-mark and 
would not be regarded by the purchasing public as indicating origin or 
ownership of the goods.” 


With reference to the argument based on the decision in the 
case of Edward Smith Company v. C. Schrack § Company, 15 
T.-M. Rep. 333, 146 M. D. 439, after stating that that decision 
was not deemed controlling because registration was sought under 
the ten-year clause of the Act of 1905, he said: 


“It is conceivable almost any slogan, device, or words may, if used 
exclusively by a person, firm, or corporation in trade for a long enough 
period, attain a secondary significance and serve as a trade-mark, but un- 
less such slogan, device, or word escapes the prohibitions of the trade- 
mark statutes, it cannot be registered. The ten-year clause, however, lifts 
these statutory bars as to the marks which, otherwise unregistrable, have 
been used for the ten years preceding February 20, 1905, the date of the 
Act. There are no such considerations present in the case at bar and, as 
above pointed out, the applicant’s slogan is not deemed to function as a 
trade-mark or to be capable of so functioning and consequently is not 
registrable.” * 


* Ex parte Universal Draft Gear Attachment Co., 156 M. D. 387, June 
10, 1930. 


"Ex parte New York Insecticide Co., 156 M. D. 388, June 10, 1930. 
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Moorg, A. C.: Held that applicant is not entitled to register 
the notation “Milk of Barium” as a trade-mark for a suspension to 
be used as a roentgenographic medium, on the ground that the words 
are descriptive of the preparation. 

In his decision, after stating that it is conceded that if the 
words in question constituted the full name of the substance the 
mark could not be registered and the contention that, since it is not 
the full name, the words are merely suggestive and not descriptive 
and noting the examiner’s statement that the mark indicates that 
some salt of barium is presented in an emulsified or milky form, the : 
Assistant Commissioner said: 
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“The examiner’s ground for refusing to register the mark is believed i 
to be without error. ; 


. * + 7 . ‘ 
“The words constituting the applicant’s mark are regarded as de- 


scriptive of the ‘character or quality’ of its goods. 
* * * * * 


Mobs 


“No sign or form of words may be appropriated as a valid trade- 
mark, for use in its primary meaning, which, from the nature of the fact 
conveyed by that primary meaning, others may employ with equal truth 
and with equal right for the same purpose. One cannot, therefore, take 
as a trade-mark for use in its ordinary and usual meaning a generic name 
or a name merely descriptive of an article of trade, of its qualities, ingre- 
dients or characteristics.” ” 


ae 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the notation “Rip-No-Mor” as a trade-mark for children’s 
bloomers. 

The ground of the decision is that the mark is descriptive of 
the goods and, furthermore, is confusingly similar to the notation 
“No-Rip” (registration No. 207,724) used upon the same goods. 

With reference to the argument based on certain prior regis- 
trations including ‘“No-Rip,” namely, that such marks are ob- 
viously descriptive, but applicant’s mark is only suggestive, the 
First Assistant Commissioner said: 






“If these registered marks are descriptive, it seems plain enough the 
applicant’s mark is also descriptive and should be denied registration un- 
less under the 1920 Act. While the explanation of a possible meaning of 
the applicant’s notation has been considered yet it is deemed to the aver- 


* Ex parte E. R. Squibb & Sons, 156 M. D. 391, June 17, 1930. 
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age purchaser the notation would convey merely the information that the 
garments would not rip or that those who purchased them would have no 
more trouble from ripping.” 

With reference to the similarity of the two marks in question, 
he said: 

“It seems quite clear that if these two marks appear in the same mar- 
ket upon the same class of goods confusion would result. Both marks 
include the words ‘No’ and ‘Rip’ connected by a hyphen although in the 
applicant’s notation the order is reversed. In the case of Malone v. Horo- 
witz, decided June 4, 1930, not yet published [20 T.-M. Rep. 462], the Court 
of Customs and Patent Appeals held the applicant not entitled to the reg- 
istration of the notation ‘Molo’ used upon mouth wash, breath purifier, 
throat gargles, etc., in view of the prior use and registration of the mark 


‘Poro’ for cosmetics such as cold cream, vanishing cream, shampoos, hair 
growers and lip rouge.” * 


Goods of Same Descriptive Properties 


Moore, A. C.: Held that applicant is not entitled to register 
the notation “Del Monte’’ as a trade-mark for pie, cake and ice 
cream cones, in view of the long use by the California Packing 
Corporation, of San Francisco, Calif., of the same notation as a 
trade-mark for a large variety of food products. 

In his decision, after noting that the examiner of interfer- 
ences, whose decision was rendered prior to the decision of the 
Court of Customs and Patent Appeals in the case of California 
Packing Corporation v. Tillman § Bendel, Inc., 394 O. G. [20 
T.-M. Rep. 238], had held that the goods of the respective parties 
herein were not of the same descriptive properties, and referring 
to the ruling on the question when goods are of the same descriptive 
properties, made in the case above cited, and further noting that in 
Del Monte Special Food Co. v. California Packing Corporation, 34 
F (2d) 774, the Circuit Court of Appeals of the Ninth Circuit had 
affirmed the District Court in issuing an injunction against the use 
of the term “Del Monte” on oleomargarine, the Assistant Commis- 
sioner said: 


“If coffee and oleomargarine possess the same descriptive properties 
as the food products put out by the opposer under the trade-mark ‘Del 
Monte,’ then it is believed that pie, cake and ice cream, being food prod- 
ucts, also may be regarded as having the same descriptive properties as 


* Ex parte Rosenau Bros., Inc., 156 M. D. 390, June 23, 1930. 








490 TWENTY TRADE-MARK REPORTER 






the opposer’s goods. In other words, a purchaser, seeing the identical 
trade-mark applied alike to the applicant’s goods and to the opposer’s 
goods in the same store, would be led to believe that they were all of the 
same origin or ownership.” * 








Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for an inhalant, a mark consisting of the word 




































“Vapex”’ combined with a solid green, triangular figure, in view of 
the registration by opposer of the word “Vick’s,” the word ““Vapo- 


” 


rub,’ and a triangular figure, respectively, as trade-marks for 
medicinal salve, and the association of these marks on its labels. 


With reference to the question whether the goods are of the 





same descriptive properties, the Assistant Commissioner, after not- 





ing applicant’s argument that the determination of this question 
depends not only upon the form of the articles or the ingredients 
of which they are made but also upon the character of the articles 
and their uses and that applicant’s product is a liquid while op- 
poser’s product is a heavy salve, said: 


“While it is true that the two products have certain physical differ- 
ences and possess specifically different ingredients, yet, as pointed out by 
the opposer, they are both inhalants and curatives for colds in the head. 
It must be held, therefore, that they both belong to the general class of 
chemicals, medicines and pharmaceutical preparations (office classification) 
and therefore possess the same descriptive properties as this language has 
been interpreted by the U. S. Court of Customs and Patent Appeals in 
California Packing Corp. v. Tillman & Bendel, 394 O. G. 789 [20 T.-M. 
Rep. 238] calling attention also to the decision of the same court in 
Cheek-Neal Coffee Company (Maawell House Products Co., Inc., Substi- 
tuted) v. Hal Dick Manufacturing Company, 395 O. C. 10 [20 T.-M. Rep. 
274].” 


With reference to the similarity of the marks, after noting 
opposer's argument that the applicant had brought suits against 
two other parties in which it was argued that “Vapure’ and 
“Vaporite” were respectively mere colorable imitations of “Vapex,” 
the Assistant Commissioner said: 


“In view of the points of similarity between the opposer’s marks and 
the applicant’s mark; of the association by the opposer of the words 
‘Vick’s,’ ‘Vaporub’ and a triangular figure on its labels; and of the testi- 
mony of the opposer’s witnesses; I am of the opinion that there is no re- 
versible error in the decision of the examiner of interferences holding that 


* California Packing Corp. v. American Cone & Pretzel Co., 156 M. D. 
398, June 26, 1930. 
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the opposer’s marks and the applicant’s mark are confusingly similar to 
one another (citing and quoting from the decision of the U. S. Court of 
Customs and Patent Appeals in California Packing Corp. v. Tillman & 
Bendel, Inc., supra.” * 


Name of Periodical 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, the notation “Practical Selling Illustrated,” 
as a trade-mark for periodicals. 

The ground of the decision is that this notation is the title of 
the periodical. 

In his decision, after noting the examiner’s holding that the 
notation, which in some of the specimens filed appears in smaller 
type, is not the name of the periodical and the applicant’s insist- 
ence that it is and that it constitutes the only printed matter which 
uniformly appears upon all the publications, the First Assistant 
Commissioner said: 

“It would seem the applicant’s statement that the words do constitute 
the title of the publication should be accepted, more especially in view of 
the specimens filed which show no other title which is uniformly applied 
to the different periodicals. Titles of periodicals have frequently been 
registered notwithstanding they are descriptive of the contents of the pub- 


lication (citing decisions). It is thought the applicant is entitled to regis- 
tration of its notation.” * 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation “Lucky Strike,” as a trade-mark for wheat flour, not- 
withstanding the prior adoption and use by opposer of the term 
“Lucky” upon the same goods. 

The ground of the decision is that another party, prior to the 
use by either of these parties, had used the term “Lucky Hit,” as 
a trade-mark for the same goods, and that, although the two parties 
here involved had contemporaneously used their marks for a number 
of years, no evidence of confusion was shown. 


% Vick Chemical Co. v. Thomas Kerfoot & Co., Ltd., 156 M. D. 404, June 
30, 1930. 


* Ex parte The Stevens-Davis Co., 156 M. D. 400, June 27, 1930. 
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In his decision, after noting that ‘““Lucky Hit” had been regis- 
tered in 1910 and that the prior use of that term had been fully 
shown, he said: 


“Confusion between the opposer’s and the applicant’s notations is no 
more likely, it is believed, than confusion between the opposer’s mark 
and the mark ‘Lucky Hit.’ It is deemed clear enough that opposer was 
not the first to use the word ‘Lucky’ upon wheat flour and cannot claim 
to have any exclusive right to the use of this word ‘Lucky’ which would 
exclude the applicant from using it in connection with the additional 
word ‘Strike.’ The opposer’s scope of protection is deemed to be nar- 
rowed by the prior use on the same class of goods of the mark ‘Lucky 
Hit’ and as thus narrowed the applicant’s notation does not conflict. 

“This is regarded as more fully established by reason of the fact 
that the opposer distinguished its trade-mark, as actually used upon its 
goods, by the addition of the other features including the rings, the color- 
ing, and the ‘Swastika.’ ” 


And then, after stating that it was not considered necessary 
to decide whether the successor of the registrant of the mark 
“Lucky Hit” had later abandoned it, he said: 


“If an abandonment in 1925 or 1927 occurred of the mark ‘Lucky 
Hit, neither opposer nor applicant obtained any right in the word ‘Lucky’ 
to exclude the other from its use since each party had been using this 
word for fifteen or seventeen years without either party offering any 
objection or protest to the other. It is noted that there is no substantial 
evidence of any real confusion of goods or of origin during all this long 
period that both parties have been using their respective marks. Under 
these conditions it is thought proper to hold that the status of the parties 
should not be disturbed.” * 


Kinnan, F. A. C.: Held that the registrant was entitled to 
register the term ““Thermatic” as a trade-mark for automatically- 
controlled coal combustion systems, and that the registration which 
he had obtained under the Act of 1905 should not be cancelled on 
petition of the Williams Oil-O-Matic Heating Corporation. 

In his decision, after noting the stipulation as to the dates 
upon which the parties commenced to use the marks and the large 
amount of business done by the Williams Oil-O-Matic Heating 
Corporation, the First Assistant Commissioner said: 


“It seems clear enough the marks are so far dissimilar and the goods 
are so far different as to preclude any reasonable probability or even pos- 
sibility of confusion in origin or ownership of the goods. The character 


* Federal Mill & Elevator Co. v. Pillsbury Flour Mills Co., 156 M. D. 
226, December 7, 1929. 
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of the goods sold by the respective parties is such that they would be pur- 
chased only after considerable thought and investigation by persons who 
would not readily be misled or confused as to origin or the character of 
the respective goods. The petitioner’s trade-mark is specific to the kind 
of fuel, oil, that is used and would seem to safeguard petitioner against 
any mistakes on the part of purchasers of the respondent’s goods.” * 


Moore, A. C.: Held that applicant is entitled to register as a 
trade-mark for radio receiving sets and parts thereof, and loud 
speakers built into the sets, a mark consisting of a musical staff in 
association with 445d diamond-shaped notes arranged in a descend- 
ing scale and the name “Splitdorf” arranged in a diagonal manner 
on said staff, the letter “S” of said name acting as a clef in reverse 
position, notwithstanding the prior adoption and use by the opposer 
of the mark consisting of two musical 4¢th notes connected to- 
gether and arranged in. an ascending scale. 

The ground of the decision is that the marks are not so similar 
that their use upon these goods would be likely to cause confusion. 

In his decision, after stating that, as the goods of the two par- 
ties are of the same descriptive properties, the only question to be 
determined is as to the similarity of the marks and noting appli- 
cant’s contention that it is common to include in trade-marks musi- 
cal notes and other musical notations, that opposer was not the first 
to employ musical notes in trade-marks and that neither the order 
nor arrangement of the twin notes in applicant’s mark is the same 
as that in the mark of the opposer, and further noting the opposer’s 
argument that it is entitled to the exclusive use of its ““Twin-Notes” 
mark when applied to goods of this class, the Assistant Commis- 
sioner said: 





“T am of the opinion that the dominant characteristic of the applicant’s 
mark is the name ‘Splitdorf’ arranged diagonally upon a musical staff; 
that its goods, when its mark is applied thereto, would be known upon the 
market as the ‘Splitdorf’ goods and not as the Columbia Phonograph Com- 
pany’s goods; and that no confusion would be likely to arise as to the ori- 
gin or ownership of the respective goods of the parties by reason of the 
use of the applicant’s mark.” 


* Williams Oil-O-Matic Heating Corp. v. Edw. P. Bliss, 156 M. D. 346, 
May 1, 1930. 

* Columbia Phonograph Company, Inc. v. Splitdorf Radio Corp., 156 
M. D. 369, May 23, 1980. 
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Not a Trade-Mark 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1920, the words “Individually Wrapped,’ 
as a trade-mark for prescription bottles made of glass, on the 
ground that the words could not function as a trade-mark. 

In his decision, the First Assistant Commissioner said: 


“The words sought to be registered as a trade-mark would have no 
trade-mark significance to the purchaser of the goods, nor could they have 
any such significance as they merely convey the plain information as to 
the manner in which the bottles are packed or arranged for shipment. 
No one could obtain the exclusive right to use these purely informative and 
descriptive words in connection with the sale of bottles.” ” 


Not Merely Surname 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the word “Ritz” as a trade-mark for cleanser and detergent mate- 
rials. 

The examiner had rejected the mark on the ground that it was 
a mere name and not particularly or distinctively written or printed, 
but the First Assistant Commissioner held that it had been shown 
that the word was not merely a surname. 

In his decision, after stating that exhibits had been furnished 
consisting of clippings from current magazines showing the name 
used other than as a surname, that reference had been made to two 
moving picture titles including this word and noting that the office 
had registered the mark for other goods, he said: 


“While the question may be raised as to whether the use of this word 
otherwise than as a surname is no more than a ‘slang’ use, yet it is thought 
the considerable number of instances cited by the applicant of the use of 
the word in other relations justifies a holding that the word is not merely 
a surname and therefore barred from registration by the statute.”™ 


Opposition—E stoppel 


Kinnan, F. A. C.: Held that applicant is entitled to register 
notation “Ace-of-Clubs” as a trade-mark for non-alcoholic bever- 
ages sold as soft drinks, notwithstanding the prior adoption and 


» Ex parte Obear-Nester Glass Co., 156 M. D. 387, June 10, 1930. 
" Ex parte Ritz Laboratories, Inc., 156 M. D. 395, June 23, 1930. 
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use by opposer of the notations “Ace Hy” and “Ace” as trade- 
marks for the same goods and the registration of the former and 
the filing of an application for registration of the latter. 

The ground of the decision is that, in view of the statements 
made by the opposer in prosecuting its application for the registra- 
tion of the term “‘Ace,” namely, that it was not confusingly similar 
to “The Ace of Ginger Ales,” opposer has no standing to contend 
that applicant’s mark is confusingly similar to its. 

In his decision, after stating that no testimony had been taken 
and that the opposer had put in evidence its registration and its 
application for registration, that the latter showed a refusal to 
register in view of the registered mark “The Ace of Ginger Ales,’ 
that the consent of that registrant to the opposer’s registration of 
the term “Ace” had been filed and noting the opposer's argument 
that applicant had no right to present this matter for consideration 
unless upon a motion or a notice under rule 154 (e) had been given 
the opposer, the First Assistant Commissioner said: 


“It is believed there is no merit in this contention. The opposer in- 
troduced its application in the record and is charged with a knowledge of 
what that application revealed, and it is deemed clear enough the appli- 
cant here, as well as the officials of this office, is justified in considering the 
entire record of the opposer’s application.” 


With reference to the opposer’s argument that it could prove 
priority of use over the registrant of the mark in question and the 
fact that he did not do so, and the further fact that he had per- 
mitted registrant of the mark “The Ace of Ginger Ales” to con- 
tinue the use of that mark, has no bearing on the present case, he 
said: 


“It must be held that since the opposer claimed before the examiner 
that its notation ‘Ace’ is not confusingly similar to the registrant’s notation 
‘The Ace of Ginger Ales,’ it cannot maintain its contention that the equally 
dissimilar notation ‘Ace-of-Clubs’ sought to be registered by the applicant 
in the case at bar, is confusingly similar. It may be the opposer was prior 
to the registrant in the adoption and use of the word ‘Ace’ upon soft drinks 
of the character here under consideration, but on being presented with an 
opportunity to prove that fact, when registration was denied opposer in 
view of the registration of the mark ‘The Ace of Ginger Ales,’ the opposer 
chose to obtain consent of the registrant. This must be regarded for the 
purposes of the proceedings here the equivalent of a concession of priority. 
* * * 


* * 
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“It is thought the contentions of the opposer in connection with its 
application for registration of the mark ‘Ace’ precludes it urging here that 
the mark of the applicant is confusingly similar. Goodall Worsted Co. v. 
Palm Knitting Co., Inc., 352, O. G. 535, 56 App. D. C. 148 [16 T.-M. Rep. 
91}.” 

With reference to the right of the applicant to register its 
mark and the opposer to register the mark “Ace,” he said: 


“Since the institution of the instant opposition proceedings there have 
been rendered the decisions of the Court of Customs and Patent Appeals 
in the cases of Sun-Maid Raisin Growers of California v. American Grocer 
Co., 395 O. G. 3 [20 T.-M. Rep. 300] and Cheek-Neal Coffee Company 
(Maxwell House Products Co., Inc., Substituted) v. Hal Dick Mfg. Co., 
395 O. G. 10 [20 T.-M. Rep. 274] in view of which the examiner of trade- 
marks will reconsider, ex parte, the rights of both parties to registration 
over registration No. 197,336, April 14, 1925, of the mark including the 
word ‘Ace’ used upon malt syrup for foods, set up in applicant’s answer.” ” 


O pposition—Mark in Common Use 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for finger rings, the notation “Diamond Blossom” 
arranged in a circle with small diamond shapes between the words, 
the word “Diamond” being disclaimed, notwithstanding the prior 
adoption, use and registration by Traub Manufacturing Company, 
of Detroit, Mich., of the words “Orange Blossom,” as a trade-mark 
for the same goods. 

The ground of the decision is that, it appearing that a number 
of marks had been registered in the last nine years including the 
word “Blossom,” it cannot be held that the opposer is entitled to 
prevent the registration of the mark including the words ‘““Diamond 
Blossom.” 

In his decision, after referring to the various registrations, 
noting that the opposer was long prior in the field, and the sole 
question is probability of confusion in trade and damage to the 
opposer, the First Assistant Commissioner said: 


“It is thought that, but for the registrations pleaded by the applicant, 
the opposer would be entitled to prevail. There is, however, no evidence 
of actual confusion and although these prior registrations were pleaded 
in the applicant’s answer, the opposer has made no showing that such 
other registrants have not used and are not now using their trade-marks 
upon this same class of goods. In the absence of any evidence upon this 
subject it must be presumed for the purposes here that these registered 
marks, or at least many of them, are in use, and the opposer has per- 


* Miller Becker Co. v. King of Clubs, Inc., 156 M. D. 384, June 6, 1930. 
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mitted them without protest to be used during this long period of nine or 
more years. Under these circumstances the opposer is deemed to have 
permitted the public to be so far educated in connection with the use of 
the term ‘Blossom’ upon finger rings that such public would not be con- 
fused as to goods or origin by the use of the applicant’s mark upon this 


same kind of goods” 

Then, after stating that, while the opposer might have asserted 
the rights which it deemed it had when the earlier registrations 
were granted, its failure to do so justified the conclusion that it 
did not consider it had such rights or had waived them, he said: 


“The applicant’s mark is regarded as no nearer that of the opposer 
than several of those appearing in the applicant’s list of registered marks 
and since the opposer has made no showing here that it has objected to 
the use of those marks by these other registrants, it should not be sus- 
tained in its opposition to the registration of the applicant’s mark.” * 


Prints 


Moors, A. C.: Held that applicant is not entitled to register, 


under the print and label act, the front cover page design and title 
of a calendar. 


The ground of the decision is that such matter is not properly 


copyrightable under the Act of 1874. In support of his conclusion, 
the Assistant Commissioner cited Ex parte The Apex Electrical 
Mfg. Co., 329 O. G. 264, in which it was said: 


“I know of no holding that, nor do I know of a logical reason why, 
applicant may pick out and separate a portion of a circular or a pamphlet 
and register that portion as a print. If that were permissible, an orna- 
mental title-page to any book could be so registered.” * 


Res Adjudicata 


Kinnan, F. A. C.: Held that the Examiner of Interferences 
properly dismissed an opposition to the registration by applicant 
of the term “Jewel” as a trade-mark for mace, coffee and cocoa, 
cinnamon, celery salt, and a very long list of food products. 

The opposition was based on the ground that the word “Jewel” 
constitutes the principal part of the name of the opposer. 

The dismissal of the opposition was sustained on the ground 
that the question here raised is res adjudicata in view of the deci- 


* Traub Mfg. Co. v. R. Harris & Co., 156 M. D. 317, March 22, 1930. 
* Ex parte Earle Ray Thompson, 156 M. D. 345, May 1, 1930. 





498 TWENTY TRADE-MARK REPORTER 


sions in a number of other proceedings (oppositions and cancella- 
tions) involving the same parties. 

With reference to the manner in which the question here in- 
volved was considered, the First Assistant Commissioner said: 


“The opposer alleges error by the examiner in construing Equity Rule 
29 to give authority to him to decide the point of estoppel by reason of 
res adjudicata raised in the answer without an inter partes hearing. It 
appears, however, that a hearing was set before the Examiner of Interfer- 
ences upon the motion to dismiss and both parties appeared by counsel and 
filed briefs, the answer of the applicant being filed at that time. In view 
of the points covered by the briefs and the fact that these parties have 
been involved in five contests in this office in connection with the registra- 
tion of this same trade-mark, it is thought the opposer had ample oppor- 
tunity to be and was heard upon the points raised by the applicant in its 
answer and upon which the examiner based his decision granting the motion 
to dismiss the opposition.” 


After referring to the other cases in which testimony was 
taken and noting that by reason thereof it was finally adjudged 
that Frank C. Weber & Co. was the first to adopt the word “Jewel” 
as a trade-mark on canned fruits and vegetables and various other 
goods, and the question whether “Jewel” was the essential part of 
a corporate name had also been adjudicated, and that the present 
proceeding appeared to have been brought because, after the deter- 
mination of opposition No. 6459 between these parties, the use of 
the trade-mark was extended by applicant to include additional 
items, notably coffee, cocoa, cinnamon, and a form of mixed pickles, 
the First Assistant Commissioner said: 


“Bearing in mind that the only point raised upon which damage is or 
can be predicated in the instant proceeding is that the applicant’s mark 
constitutes the principal part of the name of the opposer corporation, it is 
not seen that this inclusion of these additional substances in the applica- 
tion affects this question already determined regarding the applicant’s 
mark being barred registration by reason of the opposer’s corporate name. 
It would seem in consequence that the examiner of trade-mark interfer- 
ences was right in holding that the issue raised in the instant proceeding 
had already been determined. Even, however, if the change in the class 
of goods is held to raise this same question anew it is believed clear enough 
the applicant’s mark does not constitute either the corporate name of the 
opposer or such a principal part thereof as would bar registration under 
the statute.” * 


* Jewel Tea Co., Inc. v. Frank C. Weber & Co., 156 M. D. 352, May 1, 
1930. 





